THE FEDERAL CIRCUIT’S CLAIM CONSTRUCTION TIMEFRAME ODYSSEY

Lowell D.J acobson’

"A word is not a crystal, transparent and unchanged; it is the skin of a living thought and may vary

greatly in color and content according to the circumstances and the time in which it is used." — Justice

Oliver Wendell Holmes'

Introduction

Congress established the Court of Appeals for the Federal Circuit, the only federal appellate
court with subject matter jurisdiction over patent cases, primarily to bring order to the difficult and
highly technical field of patent law. This goal has been largely successful, as patent law has become
more uniform under the Federal Circuit compared to the hodgepodge of standards that the regional

circuits used.’ Despite this overall improvement, the Federal Circuit has not been equally successful
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I Towne v. Eisner, 245 U.S. 418, 425 (1918) (emphasis added).

2 See HR. Rep. No. 97-312 at 20-23 (1981) (asserting that increased uniformity in patent law would “strengthen the United
States patent System in such a way as to foster technological growth and industrial innovation™); R. Polk Wagner & Lee
Petherbridge, Is the Federal Circuit Succeeding? An Empirical Assessment of Judicial Performance, 152 U. PA. L. REV. 1105,

1124-25 (2004).

The premise of the institutional design scheme established by Congress, amplified by the Supreme Court
in Markman II, and executed by the Federal Circuit is that the court should utilize its dominant role in
claim construction to build the rules and tools so that district courts, patentees, and interested members of
the public can confidently analyze claim construction issues.

Id at 1124-1125. B

3 See Wagner & Petherbridge, supra note 2, at 1115, 1179 (noting the problems with regional circuits’ handling of patent law
and concluding that although there is substantial room for improvement, patent law is more uniform under the Federal
Circuit); Rochelle Cooper Dreyfuss, The Federal Circuit: A Case Study in Specialized Courts, 64 N.Y.U. L. REV. 1, 6-7
(1989) (discussing the patchwork of the regional circuits’ patent law jurisprudence); Charles W. Adams, The Court of Appeals
for the Federal Circuit: More than a National Patent Court, 49 MO. L. REV. 43, 55-57 (1984) (describing the range of the
regional circuits’ patentability standards).



at bringing uniformity to all aspects of patent law.* Even with a Supreme Court mandate to oversee
claim construction and clear advantages over other courts in construing claims,’ the Federal Circuit’s
claim construction jurisprudence has remained unsettled and unclear since Markman 1.5

The difficulty in construing patent claims “lies in defining the [patentee]’s specific rights

»7 Like the metes and bounds of real property,

without including more than he can properly claim.
patent claims are necessary to delineate the amount of territory to which the property right attaches.®
Unlike the metes and bounds, patent claims alone are insufficient to establish the scope of the
property right; a court must both place the claim language in context and determine its meaning to a
person of ordinary skill in the art (POSITA) in light of the specification to determine the scope of a

patent.’ As in an alleged trespass where the property lines are unclear, merely determining the scope

of the patent claims may decide whether the property right has been infringed or whether the patent

* See Wagner & Petherbridge, supra note 2 , at 1171-74 (cautioning against concluding that the Federa! Circuit “has been an
unqualified success in bringing additional consistency, uniformity, and predictability to the patent law” while suggesting that
its patent law jurisprudence has been changing for the better). See also Dreyfuss, supra note 3, at 5, (concluding that as of
1989, the Federal Circuit’s failure to resolve “significant procedural issues” had prevented it from reaping all the benefits of
its specialization in patent law).

5 Id at 112025 (describing the Supreme Court’s decision in Markman II as a mandate for the Federal Circuit to oversee
claim construction). “[Cllaim construction, in particular, represents a doctrinal area of special significance for implementation
of the [Federal Circuit]'s mandate. Indeed, it would be difficult to understate this issue's centrality to the court.” Id at 1124.
See also Dreyfuss, supra note 3, at 8-25 (discussing jurisprudential improvements in various areas of patent law under the
Federal Circuit’s oversight from its inception through 1989).

¢ See Joseph Scott Miller, Enhancing Patent Disclosure for Faithful Claim Construction, 9 LEWIS & CLARK 1.. REV. 177, 182
(2005) (arguing that the decade since Markman I has shown “that patents provide far less aid to their readers than they
could”). Federal Circuit claim construction decisions are also increasingly resulting in dissenting opinions. Id. at 182 & n.36.

7 Ayn Rand, Patents and Copyrights, in THE OBIECTIVIST NEWSLETTER, May 1964, reprinted in CAPITALISM; THE UNKNOWN
IDEAL 130, 133 (reissue ed., 1986).

¥ See, e.g, CAE Screenplates, Inc., v. Heinrich Fiedler GmbH & Co., 224 F3d 1308, 1319 (“It is the totality of the
prosecution history which defines and establishes the metes and bounds of the patent grant.”); AptarGroup, Inc. v. Summit
Packaging Sys., Inc., 1998 U.S. App. LEXIS 28047 at *6 (Fed. Cir. 1998) (“{W]e determine the scope of the right to exclude
by determining the metes and bounds of the claim”); Corning Glass Works v. Sumitomo Elec. U.S.A., Inc., 868 F.2d 1251,
1257 (Fed. Cir. 1989) (“A claim in a patent provides the metes and bounds of the right which the patent confers on the
patentee to exclude others from making, using or selling the protected invention.”). See also In re Papesch, 315 F.2d 381, 391
(C.CPA. 1963) (“[1]t may serve in a claim to identify what is being patented, as the metes and bounds of a deed identify a
plot of land.”).

? Christopher A. Cotropia, Patent Claim Interpretation and Information Costs, 9 LEWIS & CLARK L. REV. 57, 59 (2005). See
also York Prod., Inc. v. Central Tractor Farm & Family Ctr., 999 F.3d 1568, 1572 (Fed. Cir. 1996) (“The claim language, of
course, defines the bounds of claim scope.”).



itself is invalid.!® Claim scope alone can make or break the fortunes of parties in a patent dispute,
which is why commentators on patent law frequently assert that claim construction is the decisive
step in patent litigation.""

One aspect of claim construction that has proven particularly thorny for the Federal Circuit is
the timeframe for claim construction—the moment in time when the claims’ meaning becomes fixed.
The timeframe for claim construction is a crucial and underappreciated part of the claim construction
inquiry.'” Because language typically undergoes dramatic changes both syntactically and
semantically over time, the result of interpreting terminology depends in large measure on the date of
the lexicon used.”? The problem of language change is only exacerbated for construing patent claims
“because patents necessarily involve new ideas, and the process of assigning terms to describe those

new ideas is not static.”’* Given the rapid advances in both technology and the language used to

19 See Markman v. Westview Instruments, Inc. (Markman I), 52 F.3d 967, 989 (Fed. Cir. 1995) (Mayer, C.J., concurring) (“To
decide what the claims mean is nearly always to decide the case.”); Mark A. Lemley, The Changing Meaning of Patent Claim
Terms, 104 MIcH. L. REV. 101, 108 (2005) (“Claim construction is often outcome-determinative in infringement cases; once
the patent claims have been construed summary judgment for one side or the other is quite common. Claim construction
determines the scope of the patent, and the scope of the patent in turn determines whether it covers the defendant's product.”);
Kimberly A. Moore, Are District Court Judges Equipped To Resolve Patent Cases?, 15 HARV. J.L. & TECH. 1, 8 (2001)
(“How the judge construes the patent claims is often dispositive of the infringement and validity analysis.”); Cotropia, supra
note 9, at 63 (observing that a court must understand the scope of the patent claims to determine infringement).

' See, e.g., Christopher A. Cotropia, Patent Claim Interpretation Methodologies and Their Claim Scope Paradigms, 47 WM.
& MARY L. REV. 49, 67-68 (“The patent claim's scope is often dispositive for most patent issues. Once the subject matter the
patent claim identifies is defined, infringement and validity questions usually are answered easily.”); Kimberly A. Moore,
2005 Testimony Before House Judiciary Committee, Subcommittee on Courts, the Internet, and Intellectual Property, Oct.
2005, available at http://mason.gmu.edu/~kamoore/Testimony%6200f%620Kimberly%20A%20%20Moore.doc  at 3
[hereinafter Moore Testimony] (“Claim construction is the most important part of any patent dispute.”); Lemley, supra note 10
at 105 (“Claim construction is a versatile creature, underlying virtually every doctrine in patent law.”); Wagner &
Petherbridge, supra note 2, at 1119 (“Though the precise magnitude of its role is a matter of considerable debate, it is clear
that claim construction plays a major—and perhaps the major—tole in patent infringement litigation.”’; Moore, supra note 10
(“Determining the scope of the patent claims is the most important issue in a patent infringement suit.”).

12 Cf. 5-18 CHISUM ON PATENTS § 18.03(2)(2) (2005) (“The time framework for construing patent claims is the subject of
surprisingly sparse judicial authority.”).

" Tronically, a prime example is the clause in the Constitution giving Congress the power “[tJo promote the progress of
science and useful arts, by securing for limited times to . . . inventors the exclusive right to their respective . . . discoveries.”
U.S.CONST. art. [, § 8, cl. 8. While a modem reader might at first blush wonder what the arts have to do with invention, an art
is “[a] field of endeavor; the methodical application of knowledge or skill in creating something new,” making “the useful
arts” what we today would call engineering. See BLACK’S LAW DICTIONARY 118-19 (8th ed. 2004). See also infra notes 88,
110.

“ Lemley, supranote 11, at 102,



describe it, the date when claim language becomes fixed can determine the scope of a patent.15

This Note discusses the Federal Circuit’s inconsistent claim construction timeframe
jurisprudence from Markman I 1 to Phillips v. AWH Corp. 17 and beyond. Part I discusses the various
timeframes that the Federal Circuit has used in construing claims, reviews Markman I and claim
construction’s status as a pure question of law reviewed de novo, and considers the range of
interpretations of “the time of the invention.” Part II analyzes the Federal Circuit’s inconsistent and
contemporaneous use of both the “date of issuance” and “filing date of the application” timeframes
for claim construction, showing that neither sufficiently balances the risk of language change, the
public notice function of patents, and stare decisis. Part III discusses the inception of “the effective
filing date” timeframe, determines its meaning and application to other patents with priority filing
dates, and favorably compares it to its predecessor timeframes. Part IV examines the Federal
Circuit’s adoption of the “effective filing date™ timeframe in Phillips, determines that there is no one
timeframe appropriate in all instances that claim construction is necessary, and argues that the
Federal Circuit’s refusal to cite the clear timeframe language from Phillips in its subsequent decisions
will further confuse district court judges and parties about the timeframe for claim construction.
I. Background

A. What Do the Claims Mean and When Do They Mean 1t?

The Federal Circuit’s claim construction jurisprudence has suggested that the timeframe for
claim construction may depend on the timing and type of the inquiry.'® For invalidity challenges

under 35 U.S.C. § 112 for failure to satisfy enablement, best mode, or written description, the Federal

15 See discussion infra Part IILA.
16 Markman I, 52 F.3d 967 (Fed. Cir. 1995) (en banc), aff 'd, 517 U.S. 370 (1996).
7 Phillips, 415 F.3d 1303 (Fed. Cir. 2005) (en banc), cert. denied, No. 05-602, 2006 U.S. LEXIS 1154 (Feb. 21, 2006).

18 See Lemley, supra note 10, at 102-03 (describing the various inquiries and timeframe for claim construction and asserting
that “a fundamental principle of patent law [is] that the time as of which we determine the meaning of claim terms varies
depending on what legal rule is at issue.”).



Circuit has instructed courts to compare the claims to the specification as of effective filing date of
the patent application.19 The Federal Circuit construes the claims as of “the date of the invention” to
determine whether the disputed patents are novel and non-obvious.”’ Means-plus-function (MPF)
claims literally cover their structural equivalents as of the date the patent issues.”! To determine
infringement under the doctrine of equivalents, a court must consider the range of equivalents to the
patent’s claims at the time of infringement.?* Literal infringement, like invalidity, is determined by
construing the claims “as of the time of the invention.”” There are also other potential timeframes
that have not yet been considered by the Federal Circuit, which include: the time of infringement, the
time of claim drafting, and the time of the last-filed amendment to the patent application. However,
the Federal Circuit probably chose the “time of the invention” standard because it clearly appears in
the text of 35 U.S.C. § 102,%* thus applying the same standard to infringement as validity.

B. Judicial Construction and Markman v. Westview Instruments, Inc.

Before 1995, the Federal Circuit did not clearly instruct lower courts whether claim

. . . . . 2
construction was an issue of fact, an issue of law, or a mixed issue.> In Markman I*° the Federal

19 Spe 5-18 CHISUM ON PATENTS § 18.03(2)(g) (2005) (“The enablement and written disclosure requirements, which provide
essential support for a patent's claims, are measured according to the patent's effective application filing date.”).

2 See Lemley, supra note 10, at 106-07.

1 14 at 107-08.

22 Warner-Jenkinson, Inc. v. Hilton Davis Chem. Co., 520 U.S. 17, 37 (1997) (“Insofar as the question under the doctrine of
equivalents is whether an accused element is equivalent to a claimed element, the proper time for evaluating equivalency—
and thus knowledge of interchangeability between elements—is at the time of infringement, not at the time the patent was
issued.”); Contra Lemley, supra note 10 (“And where the question involves alleged infringement of the patent, courts
evaluate infringement in at least some circumstances based on the meaning of the claim at the time of infringement.”). It is
misleading to describe this practice as construing the claims themselves at the time of the infringement. Rather, a court
actually construes the claims themselves as of the time of the invention, and then determines the range of equivalents to those
claims to a POSITA at the time of infringement. “To properly construe the claims, a court must examine the claims, the rest of
the specification, and, if in evidence, the prosecution history. . . . [tJhereafter, the properly construed claims are compared to
the accused product or process to determine whether each of the claim limitations is met, either literally or equivalently.”
Markman I, 52 F.3d 967, 976 (Fed. Cir. 1995) (en banc), aff'd, 517 U.S. 370 (1996). Thus, the claims are construed at the
same time for infringement under the doctrine of equivalents as they are for literal infringement; the difference is that the
equivalents may be determined as of the date of infringement.

B See Markman I, 52 F.3d at 986.

#35U.8.C. § 102(a)(b).

25 See id. at 976 (“The opinions of this court have contained some inconsistent statements as to whether and to what extent
claim construction is a legal or factual issue, or a mixed issue.”).



Circuit observed that the purpose of claim construction is to determine what the disputed term(s)
meant to a POSITA “at the time of the invention.”*’ The Federal Circuit also noted that extrinsic
evidence could be useful in determining the meaning of disputed claim terms,”® but held that even in
a jury trial “the court has the power and obligation to construe as a matter of law the meaning of
language used in the patent claim.”?

After hearing arguments in Markman 11° the Supreme Court unanimously affirmed the
Federal Circuit holding in Markman I. The Court reasoned that because it was not juries but judges
who construed patent specifications in the eighteenth century analogue of claim construction, the 7th
Amendment®! did not forbid judges from interpreting patent claims.* The Court also noted policy
reasons for allowing judges to construe patent claims, observing that judges, due to their education
and training in construing statutes, are better equipped than juries to construe patent claims.*® The
Court theorized that judicial claim construction would increase uniformity in claim construction
issues, thereby preventing uncertainty over claim scope from hindering technological innovation and
experimentation.3 4

Markman II affirmed that judges, not juries, have the power to construe patent claims.*

% Markman I, 52 F3d 967.

" Id at 986 (“[T]he focus [of the claim construction inquiry] is on the objective test of what one of ordinary skill in the art at
the time of the invention would have understood the term to mean.”).

28 See id at 980.
2 14 at979.
30 Markman v. Westview Instruments, Inc. (Markman II), 517 U.S. 370 (1996), aff ’g 52 F.3d 967 (Fed. Cir. 1995) (en banc).

31 U.S. CONST. amend. VII (“In Suits at common law, where the value in controversy shall exceed twenty dollars, the right of
trial by jury shall be preserved, and no fact tried by a jury, shall be otherwise re-examined in any Court of the United States . .

)

32 See Markman I, 517 U.S. at 376-83.
3 1d at 387-90.

34 See id at390-91.

3 See supra notes 30-34 and accompanying text.



Taken in concert with the Federal Circuit’s holding in Markman I, 6 the message to district courts and
parties to a patent litigation was that district court judges would construe patent claims, seeking to
determine what the claims would have meant to a POSITA at the time of the invention and subject to
further guidance by the Federal Circuit.>” While these decisions framed the purposes and subject of
the claim construction inquiry post-Markman, they provided almost no detail on how to conduct the
claim construction inquiry.’® Subsequent Federal Circuit cases similarly failed to provide guidance
on the ins-and-outs of claim construction.” This lack of guidance on claim construction has been a
constant theme since Markman I*° Coupled with the lack of detail in Markman I on the claim
construction procedure and exactly when “the time of the invention” was, this uncertainty surely
contributed to district court judges’ continued problems construing claims even five and ten years

later."!

38 See supra notes 26-29 and accompanying text.
37 See Wagner & Petherbridge, supra note 2, at 1122-23.

38 See Andrew T. Zidel, Patent Claim Construction in the Trial Courts: A Study Showing the Need for Clear Guidance from
the Federal Circuit, 33 SETON HALL L. REV. 711, 728 (2003).

[TThe judge need not even hold a Markman Hearing before construing the claims. . . . [Trial judges
perform Markman Hearings at every stage of litigation prior to charging the jury. The hearing can take
place before, during, or after discovery . . . . at summary judgment or right before opening arguments . . ..
[or] during trial, either before or after closing arguments. It may be a separate hearing or may be combined
with a summary judgment motion.

1Id. (footnotes omitted).

3 See, e.g., KIMBERLY A. MOORE, PAUL R. MICHEL & RAPHAEL V. LUPO, PATENT LITIGATION AND STRATEGY 239 (2d ed.
2003) (“The Federal Circuit, however, has refused to mandate claim construction procedures or timing instead leaving these
matters solely to the discretion of the district courts.”); Gretchen Ann Bender, Uncertainty and Unpredictability: The Time is
Right for a Consistent Claim Construction Methodology, 8 J. INTELL. PROP. L. 175, 199202 (2001) (discussing the problems
that Markman I left unresolved, including the standard of review, use of extrinsic evidence, and procedural issues); supra note
38.

4 See Kimberly A. Moore, Markman Eight Years Later: Is Claim Construction More Predictable?, 9 LEWIS & CLARK L.
REV. 231, 232 n.2 (2005) (noting the extensive disappointment with Markman I and the Federal Circuit’s subsequent failure
to clarify claim construction); Karl Koster, Note, Extrinsic Evidence in Patent Claim Interpretation: Understanding the Post-
Markman Confusion, 8 J. INTELL. PROP. L. 113, 114-19 (2000) (discussing the failures of Markman I in providing guidance
on the relative weights of intrinsic versus extrinsic evidence.); Bender, supra note 39.

4 See Moore Testimony at 4 (offering testimony based on empirical studies that claim construction reversal rates are up to
35% at the Federal Circuit and asserting that “the reversal rate is still going up ten years after district court judges were
charged with the task of construing patent claims [which] indicat[es] that district court judges are not getting better at
construing patent claims™). See also Moore, supra note 10, at 29 (discussing empirical evidence “show[ing] that affirmance
rates have not improved substantially over the five years since Markman™). See generally William F. Lee & Anita K. Krug,
Still Adjusting To Markman: A Prescription for the Timing of Claim Construction Hearings, 13 HARV. J.L.. TECH. 55 (1999)
(discussing the problems created by Markman I and the problems of district courts in construing claims).



C. A Question of Law Reviewed De Novo: Cybor Corp. v. FAS Technologies, Inc.

In Cybor Corp. v. FAS Technologies, Inc.,** the Federal Circuit sat en banc to clarify the
standard of review for claim construction.*> Before Cybor, some post-Markman cases differentiated
between different portions of a claim construction on appeal, with factual findings incident to the
construction reviewed under the “clearly erroneous” standard and the construction itself reviewed de
novo.** The majority in Cybor clarified that all aspects of claim construction are pure issues of law,
reasoning that Markman II gave the Federal Circuit the discretion to review claim construction de
novo.”’ In response, the concurring and dissenting judges criticized what they saw as the majority’s
short-sighted conclusion that facts played no role in claim construction.*® Judge Rader stressed that
the Federal Circuit had reversed, in whole or in part, a significant percentage of district court claim
constructions reviewed under the de novo standard.*’” Worrying that this rate was only slightly better

than a coin toss, Judge Rader also noted that de novo review would only incentivize appeals by

%2 138 F.3d 1448 (Fed. Cir. 1998) (en banc).
® Id at 1455-56.

“ Id at 1454. For example, Eastman Kodak Co. v. Goodyear Tire & Rubber Co., 114 F.3d 1547, 1555-56 (Fed. Cir. 1997)
(“recognizing both the trial court's trained ability to evaluate [expert] testimony in relation to the overall structure of the patent
and the trial court's better position to ascertain whether an expert's proposed definition fully comports with the specification
and claims™), Wiener v. NEC Electronics. Inc., 102 F.3d 534, 536, 53940 (Fed. Cir. 1996), and Metaullics Sys. Co. v: Cooper,
100 F.3d 938, 939 (Fed. Cir. 1996) (“Where a district court makes findings of fact as a part of claim construction, we may not
set them aside absent clear error.”) all applied the “clearly erroneous” standard to factual findings incident to the claim
construction.

> Id. at 1451 (“{W]e conclude that the Supreme Court's unanimous affirmance in [Markman II] of our in banc judgment in
[Markman I] fully supports our conclusion that claim construction, as a purely legal issue, is subject to de novo review on
appeal.”).

*¢ See Zidel, supra note 38 , at 726-28 (arguing that by “totally ignoring the findings of the trial court in its claim construction
.. . the CAFC will reverse a higher percentage of cases than had it chosen a more deferential standard of review”). Judge
Plager emphasized that the true issue was the meaning of the claims, and noted that the trial judge’s opinions would
necessarily matter. See id. at 726. Judge Bryson noted that the Federal Circuit did not intend to disregard the fact-finding of
district court judges or to give no weight to their legal conclusions. See id. Although concurring as well, Judge Mayer wamned
that the majority’s de novo review standard (1) was not supported by Markman II, (2) would turn the Federal Circuit into a
trial court for claim construction, and (3) hinted that district court judges would not use clear claim construction procedures so
their claim constructions would be more likely upheld on appeal. See id at 726-27. Judge Rader argued that de novo review
created a host of procedural problems and that district court judges did not yet have enough experience with Markman
hearings to conclude that they were not entitled to at least some deference on appeal. See id at 727-28.

*7 Cybor, 138 F3d at 1476 & n4 (Rader, J., concurring in the judgment) (“[O]ne study shows that the plenary standard of
review has produced reversal, in whole or in part, of almost 40% of all claim constructions since Markman 1.”).



decreasing certainty over the accuracy of trial court claim constructions.*®

While it is unclear whether the Federal Circuit caused more problems than it solved by
clarifying that it reviews all facets of district court claim construction de novo,*® Federal Circuit
panels after Cybor were much more likely to find error in claim constructions on appeal.>® This jump
in the error rate suggests that Cybor removed the incentives for district court judges to strive for the
most accurate claim construction, because even Herculean efforts would receive just as much
deference as a quick and cursory determination. Even more troubling, the Federal Circuit’s rate of
finding error did not just jump after Cybor and remain higher; rather, the error rate continued to
increase steadily.’’ Even with a slight decrease in the error rate between 2002 and 2003, Federal
Circuit panels were almost twice as likely to find error in district court claim constructions as they
were just before Cybor.*

The increasingly flawed claim constructions of district court judges suggest that the Federal
Circuit’s claim construction jurisprudence was growing more confusing, rather than providing the
uniformity envisioned in Markman II.>®> De novo review of all aspects of claim construction could
only have exacerbated the effects of district court judges’ post-Markman I confusion if the Federal

Circuit continually refused to provide clear guidance. Not only were district court judges not

* Id at 1476-77. Judge Rader argued that establishing de novo review of all aspects of claim construction would “[postpone]
the point of certainty [over claim construction] to the end of the litigation process, at which point, of course, every outcome is
certain anyway.” Id. at 1476. This would, in turn, increase the cost of patent litigation by causing attorneys to prepare for
appeals during the trial and further incentivize appeals of claim constructions to the Federal Circuit, thereby undercutting the
uniformity rationale underlying Markman II. Id. at 1476-77.

% See generally William H. Burgess, Comment, Simplicity at the Cost of Clarity: Appellate Review of Claim Construction
and the Failed Promise of Cybor, 153 U. PA. L. REV. 763 (2004) (arguing that Cybor’s bright-line rule of de novo review for
claim construction increased inconsistency in claim construction jurisprudence because the rule could not be applied
consistently and confused district court judges); John R. Lane & Christine A. Pepe, Living Before, Through, and With
Markman: Claim Construction as a Matter of Law, 1 BUFF. INTELL. PROP. L.J. 59, 7173 (criticizing Cybor and asserting that
“de novo review can create uncertainty and defeat the purpose of Markman).

3% See Moore, supra note 40, at 246 (“[T]he claim construction reversal rate did decline after Markman but rose again after
Cybor Corp.”).

51 Id
521d

% See id (“In short, if the Federal Circuit provides adequate guidance, the district court judges should get better at construing
claims.”).



informed of any specific rules or procedures for construing claims, but their claim constructions were
being examined. While this need for clear guidance was evident in many facets of claim construction,
the Federal Circuit’s contradictory and inconsistent use of particular timeframes provided an
inordinate amount of confusion in a doctrinally barren area that could least afford it.>*

IL. Confusing and Inconsistent Holdings on the Timeframe for Claim Interpretation

Although Markman I mandated that courts construe patent claims at the time of the
invention, the timeframe lends itself to a variety of plausible interpretations that are nonetheless
incompatible with each other. Under Federal Circuit precedent and United States Patent and
Trademark Office (USPTO) rules, there are several parts of the inventive process, each of which
yields a date or a range of dates that are during “the time of the invention.”’

The first stage of inventorship is conception, in which the inventor forms “a definite and
permanent idea of the complete and operable invention.”® Following the mandate of Markman I to
construe claims as of the time of the invention, it would be paradoxical if not absurd for a court to
construe the claims defining the invention at conception, when the claims have not yet been written.
At the conception, the invention has not yet been broken down into its essential elements, nor have
those elements been prepared in a claim. Furthermore, because no research has been done to
determine the scope of prior art, the contours of the innovation cannot be tailored to exclude previous

inventions. Because conception is the first of two necessary steps in the invention process, the proto-

invention has not yet been “invented” during conception.”” An en banc panel of judges expert in

54 See 5-18 CHISUM ON PATENTS § 18.03(2)(g) (2005) (“The time framework for construing patent claims is the subject of
surprisingly sparse judicial authority.”).

55 MPEP § 2137.01.
36 MPEP § 2138.04.
57 See MPEP § 715.07.
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