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Housekeeping
 Questions can be entered via the Q&A Widget open on the left-hand side of your screen. We will 

address questions live at the end of the program, time permitting.

 If you experience technical difficulties during the presentation, please visit the Webcast Help Guide by 
clicking on the Help Button below the presentation window, which is designated with a question mark 
icon.

 This PowerPoint presentation will be available on our website at Foley.com in the next few days or you 
can obtain a copy of the slides via the Resource List widget.

 Foley will apply for CLE credit after the program, wherever applicable. To be eligible for CLE, you will 
need to be logged in to ON24 for the full duration and also answer a polling question with a five-digit 
course code announced during the program. If you did not supply your CLE information upon registering, 
please email it to lklippel@foley.com.

 NOTE: Those seeking Kansas, New York, and/or New Jersey CLE credit are required to complete the 
Attorney Affirmation Form in addition to answering the polling question that will appear during the 
program. A copy of this form is also available via the Resource List widget. Include the five-digit course 
code on your completed form and email it to lklippel@foley.com immediately following the program.

 Certificates of attendance will be distributed to eligible participants approximately eight weeks after the 
web conference via email.
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2019 Trends and Statistics
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District Court Cases & PTAB Petitions by Year
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Sunset of CBM in 2020

 CBM set to expire on September 16, 2020.

 From a height of 173 filings in 2014, saw 46 filings in 2018, and 8 in 2019 
(per DocketNavigator).

7



2019 Trends and Statistics: USPTO
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Source: 
https://www.uspto.gov/sites/default/files/docu
ments/Trial_Statistics_20191231.pdf,
Docket Navigator

IPR CBM PGR

2016 93.2% 5.2% 1.6%

2017 95.9% 1.9% 2.2%

2018 93.7% 2.7% 3.6%

2019 96.2% 0.6% 3.2%

% Total Filings 2016-2019

1755
IPR 1635
CBM 91
PGR 29



2019 Trends and Statistics: USPTO
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Source: https://www.uspto.gov/sites/default/files/documents/Trial_Statistics_20191231.pdf



SCOTUS on PTAB: 
Return Mail v. U.S. Postal Service
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Return Mail, Inc. v. U.S. Postal Serv., 
139 S. Ct. 1853 (June 10, 2019)

 Question Presented: Whether the government is a “person” who may 
petition to institute review proceedings under the AIA.

– US Postal Service had filed CBM Review of Return Mail’s patent.

 Holding:

1. The presumption against treating the government as a “person” in the absence of an 
express definition of the term “person” in a statute applies even when doing so 
would exclude the government or one of its agencies from accessing a benefit or 
favorable procedural device.

2. A federal agency is not a “person” able to seek review of the validity of a patent post-
issuance pursuant to the three types of administrative review proceedings set forth 
in the Leahy-Smith America Invents Act of 2011 (AIA).
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The Sovereign Is Not a “Person”
 Under the AIA, “[a] person” may file for CBM review only as a defense against a charge 

or suit for infringement. 

 In the absence of an express statutory definition (AIA does not define “person”), the 
Court applies a presumption that “person” does not include the sovereign, thus 
excluding a federal agency like the USPS.

 The Postal Service argued that the presumption is strongest where interpreting the word 
“person” to include the Government imposes liability on the Government, and is 
weakest where (as here) interpreting “person” in that way benefits the Government. 
Also, presumption against waiver of sovereign immunity.

 Statutory text and context of AIA did not overcome presumption.

• Textual inconsistency: sometimes AIA uses “person” to include government; sometimes not.

• No long-standing practice of federal officers petitioning for IPR pointing to Congressional intent.

• Government being subject to civil liability (and needing to assert invalidity defense) is not 
enough, and government faces lower risk than private litigants anyway.
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Significance of Return Mail

 Immediate consequences probably limited: only precludes 
federal agencies from bringing IPR/CBM/PGR.

 Before 2019, only ~20 petitions filed by federal agencies.

 Does Return Mail preclude state government–filed petitions 
too?
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Constitutional Issues:

Appointments Clause, 
Takings Clause, 

Sovereign Immunity, and Standing
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APJ Appointments Unconstitutional 
(But So What?)
 Arthrex, Inc. v. Smith & Nephew, Inc., 941 F.3d 1320 (Oct. 31, 2019)

– Issue: Whether appointment of PTAB judges (APJs) by USPTO Director 
was in violation of Appointments Clause (U.S. Const. art. II, § 2, cl. 2). 

– Holding: Yes.
• First, PTAB judges are “officers” who “exercise significant authority” on behalf of US.

• Second, PTAB judges are not “inferior” officers but “principal” officers, considering 
three factors from Edmond v. US (U.S. 1997): reviewability; removability; supervision.

• Failure to raise issue at PTAB not waiver, because PTAB could not remedy.

– Remedy: 
• Severance of application of for-cause protection provisions to PTAB judges.

• Remand for new hearing with new panel for cases in which final written decision had 
issued but issue had not yet been waived on appeal.
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APJ Appointments Unconstitutional 
(But So What?)
 Is remand and rehearing even necessary? (i.e., retroactivity of decision.)

– Bedgear v. Fredman, 783 F. App’x 1029 (Nov. 7, 2019) (Dyk and Newman, JJ., 
concurring): Judicial interpretation of statutes has retroactive effect, so APJs never had
removal protection. No remand necessary. (But panel was bound by Arthrex.)

Was issue waived if not raised in opening brief on appeal?

– Customedia v. Dish, 941 F.3d 1173 (Nov. 1, 2019): waived if not argued in opening brief

– But see Sanofi-Aventis v. Mylan, No. 2019-1368 (Nov. 19, 2019) (Newman, J., 
dissenting): should be no waiver, because Arthrex was an intervening change in law

Will Arthrex stand on the merits? 

– Strong possibility of rehearing en banc or Supreme Court review (or Congress fix).

– Challenger in Polaris v. Kingston, No. 18-1768, insists that fixing removability is not 
enough; reviewability is also needed, and CAFC can’t do that. Awaiting decision after 
supplemental briefing.
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Retroactive Application of IPR to Pre-AIA 
Patents Is Not a Taking

 Celgene Corp. v. Peter, 931 F.3d 1342 (July 30, 2019)

– Issue: Is the retroactive application of IPR proceedings to pre-AIA patents an 
unconstitutional taking under the Fifth Amendment?

• Many such challenges after retroactivity issue hinted at in Oil States. 

– Holding: No, because long history of some form of post-issuance review, and “IPRs 
serve essentially the same purpose as their reexamination predecessors.”

• Celgene had argued that “a regulatory takings theory . . . that subjecting its pre-AIA patents to 
IPR, a procedure that did not exist at the time its patents issued, unfairly interferes with its 
reasonable investment-backed expectations without just compensation.”

– Petition for rehearing en banc denied Dec. 9, 2019.

 Applied in Enzo v. Becton, Dickinson & Co., 780 F. App’x 903 (Aug. 16, 
2019).
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State Sovereign Immunity Does Not 
Shield State-Owned Patents from IPR
 Univ. of Minnesota v. LSI Corp., 926 F.3d 1327 (June 14, 2019) 

– Issue: Whether IPR by private respondents against the University of 
Minnesota (i.e., the state) is barred by sovereign immunity.

• Sovereign immunity means that states enjoy immunity, unless waived, from lawsuits 
by private parties (but not by US government).

– Holding: No, sovereign immunity does not apply to IPRs.

• PTAB had said sovereign immunity barred IPR but that state had waived by suing.

• Federal Circuit: sovereign immunity does not apply to IPRs. 

 “IPR represents the sovereign’s reconsideration of the initial patent grant.”

 “IPR is in key respects a proceeding between the government and the patent owner. “

 Harmonizes with Saint Regis Mohawk Tribe v. Mylan, 896 F.3d 1322 
(2018) (tribal sovereign immunity does not apply to IPR).
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Competitor Standing Not Enough to Appeal 
IPR Under Article III

 General Electric v. United Techs., 928 F.3d 1349 (July 10, 
2019)

– Petitioner must proffer specific evidence of competitive injury or 
economic loss to establish Article III standing to appeal. 

– Declarations that the patent prevented GE from using its 1970s engine 
technology to develop new engine, and that GE had conducted 
research that “would potentially implicate” patent in connection with 
contract bid, were not enough.

 For competitor standing to apply, government action must 
“change the competitive landscape.”
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Competitor Standing Not Enough to Appeal 
IPR Under Article III

 Compare GE with E.I. du Pont de Nemours & Co. v. Synvina, 
904 F.3d 996 (Sept. 17, 2018).

– DuPont had Article III standing to appeal IPR as petitioner, despite not 
being accused of infringement or engaging in activity that could be 
infringement, because “sufficient immediacy and reality” existed where 
DuPont operated a “plant capable of infringing” and averred that it 
intended to take action that would “implicate” the patent under review.
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Shifting Strategies Post-SAS:

Discretionary Institution Denials, 
Changing Claim Construction, and 

Motion to Amend Practice
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PTAB Discretion to Deny Institution Post-SAS
 BioDelivery Sciences v. Aquestive Therapeutics, 935 F.3d 1362 (Aug. 29, 2019)

– Issue: Whether PTAB must institute IPR, on remand, if it previously found a reasonable 
likelihood of petitioner prevailing on at least one ground.

• Petitioner had filed 3 IPRs with 17 total grounds, and PTAB had instituted on only 3. Federal 
Circuit had remanded post-SAS. PTAB then denied institution on remand.

• Petitioner argued that PTAB could not reconsider its decision to institute.

– Holding: No. PTAB has unappealable discretion to institute.

• “Section 314(d) plainly states that the Patent Office’s decision whether to institute IPR is not 
appealable. . . . [and] there is no requirement that once instituted, IPRs must proceed through 
final written decisions.”

• “These additional proceedings would have related to the fourteen additional challenges that the 
Board determined did not meet the threshold standard for institution . . . . . Undertaking such 
proceedings would contravene the Director’s statutory charge to consider the efficiency of the 
Patent Office in conducting IPR proceedings.”

– Significance: PTAB may consider administrative efficiency and deny a petition containing 
many weak grounds.

22



PTAB Discretion to Deny Institution
 PTAB Decisions Recently Designated as Precedential

– NHK Spring Co. v. Intri-Plex, IPR2018-00752 (PTAB Sept. 12, 2018) (in which 
advanced stage of district court proceedings renders IPR inefficient)

• This decision denies institution under § 325(d) after applying the Becton, Dickinson factors 
and under § 314(a) after determining that instituting review would be an inefficient use of 
Board resources where the district court proceeding was nearing final stages and the Board 
proceeding would involve the same claim construction standard, the same prior art 
references, and the same arguments as in the district court.

– Valve Corp. v. Elec. Scripting Prods., IPR2019-00062 (PTAB Apr. 2, 2019) (in which 
multiple petitions from similarly situated petitioners weigh against review)

• This decision denies institution of inter partes review after applying the General 
Plastic factors, explaining that the Board’s application of the General Plastic factors is not 
limited to instances when multiple petitions are filed by the same petitioner. This decision also 
explains that when different petitioners challenge the same patent, the Board considers any 
relationship between those petitioners when weighing the General Plastic factors.
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Changes in Claim Construction Standard

37 C.F.R. § 42.100(b) changed in October 2018 

from “broadest reasonable construction in light of the specification” 
(i.e., BRI standard) 

to “construing the claim in accordance with the ordinary and 
customary meaning of such claim as understood by one of ordinary 
skill in the art and the prosecution history pertaining to the patent. 
Any prior claim construction determination concerning a term of the 
claim in a civil action, or a proceeding before the International Trade 
Commission, that is timely made of record in the inter partes review 
proceeding will be considered” (i.e., Phillips standard).
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Changes in Claim Construction Standard

 BRI standard was applied to IPR, PGR, and CBM petitions filed before 
November 13, 2018.

– Resulted in a spike of new petitions in November 2018 (212 in November 2018 up 
from 115 in October 2018).

 Some have theorized that fewer petitions and district court actions will 
be filed immediately after the change, to allow parties to observe how 
the new rule is applied.  

– We expect any such influence would be minor, as PTAB has, in effect, typically 
applied a Phillips-like standard, and has rarely relied on BRI as a justification for 
broad claim constructions.
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Motion to Amend (MTA) Pilot Program
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 For AIA trials instituted on/after March 15, 2019, patent owner may opt in 
to MTA Pilot Program.

 USPTO issued Notice regarding the program on March 15.

 Program offers patent owner two new options: 

– (1) the “patent owner may choose to receive preliminary guidance from the Board 
on its MTA,” and 

– (2) the “patent owner may choose to file a revised MTA after receiving petitioner’s 
opposition to the original MTA and/or after receiving the Board’s preliminary guidance 
(if requested).”

 Even with newly available procedures, Board anticipates making the 
statutory trial deadlines. New periods of fast, intense activity expected.



Motion to Amend (MTA) Pilot Program

 Burden of Persuasion: Preliminary Guidance will provide discussion 
about whether petitioner establishes reasonable likelihood of 
unpatentability of substitute claims.

 Examiner Assistance: Board may solicit patent examiner assistance.

 New Evidence/Depositions: May be required under the pilot program.

 Contingent/Non-contingent: MTA may be made contingent on 
unpatentability of original claims or non-contingent.

 Duration: Pilot program in effect for a one-year test period.
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MTA Timeline (PO Reply)

Source: https://www.govinfo.gov/content/pkg/FR-2019-03-15/pdf/2019-04897.pdf
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MTA Timeline (Revised MTA Timeline)

Source: https://www.govinfo.gov/content/pkg/FR-2019-03-15/pdf/2019-04897.pdf
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Statutory Issues:

Real-Party-in-Interest, 
Grounds in Final Written Decisions, 

Time Bar
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AC Techs.: PTAB Must Address Each Ground 
from Petition in Final Written Decision
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 AC Technologies v. Amazon.com, 912 F.3d 1358 (Jan. 9, 2019)

– Issue: Whether Board exceeded statutory authority when, on post-SAS
reconsideration, it considered previously non-instituted grounds in its 
final written decision.

• AC had argued that Board erred procedurally when it invalidated certain claims 
based on a ground that it had not instituted in its institution decision (pre-SAS).

– Holding: No. Statute required Board to address all grounds in petition.

• Board must still comply with due process post-SAS (notice and hearing).

• No due process violation. The Board permitted discovery and additional briefing 
and evidence on additional grounds. AC never requested a hearing on additional 
grounds.



RPI Rel’ships Arising Between Filing and 
Institution Do Count for Time Bar
 Power Integrations v. Semiconductor Components, 926 F.3d 

1306 (June 13, 2019)
– Issue: Whether privity and real party-in-interest (RPI) relationships 

arising after filing but before institution should be considered for 
purposes of the statutory time-bar under 35 U.S.C. § 315(b).
• While merger with a party that had been sued by the patent owner was pending, 

petitioner filed IPR. 

– Holding: Yes—RPI arising between filing and institution count for time 
bar.
• § 315(b): “An inter partes review may not be instituted if the petition requesting the 

proceeding is filed more than 1 year after the date on which the petitioner, real party 
in interest, or privy of the petitioner is served with a complaint alleging infringement 
of the patent. . . .”
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Time Bar Does Not Apply If Service Is Defective

 Game and Tech. Co. v. Wargaming Grp., 942 F.3d 1343
(Nov. 19, 2019)

– Issue: Whether board erred in holding that petitioner was not properly 
served with a complaint alleging infringement more than one year 
before filing petition.

• Game and Tech (GAS) had filed an E.D. Tex. complaint against Wargaming and 
had hired someone to serve the complaint/summons on a Wargaming affiliate in the 
UK. But the summons was not signed by the court clerk, nor did it include the 
court’s seal, so no actual service occurred.

– Holding: Because petitioner was not properly served (i.e., complaint’s 
service was defective), time bar did not apply.
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Precedential Opinion Panel (POP)
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Precedential Opinion Panel (POP)
 Arose from revamp of standard operating procedures (SOPs).

 Operates at discretion of Director to decide issues of “exceptional 
importance” to the PTAB.

 Members are Director, Commissioner, and Chief PTAB Judge.

 The POP (1) conducts Precedential Opinion Panel Review; (2) 
designates issued decisions as “precedential” or “informative”; or (3) de-
designates such decisions to “routine.”

 POP Review only obtained by “recommendation” following procedures in 
Revised SOP2.

 Federal Circuit currently hearing whether POP deserves Chevron
deference in Facebook v. Windy City Innovations, No. 2018-1400.

 In 2019, 19 PTAB decisions designated precedential, and 13 informative.
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POP Review Decisions
 Proppant Express v. Oren Techs, IPR2018-00914 (Mar. 13, 2019)

– Issue: Whether a petitioner may be joined to a proceeding in which it is already a party, 
including joining new issues after the time-bar date.

– PTAB concluded that same-party joinder, including new issues, is not prohibited and is 
within PTAB’s discretion.

– PTAB also concluded that post–time-bar joinder is within discretion but “the Board will 
exercise this discretion only in limited circumstances—namely, where fairness requires 
it and to avoid undue prejudice to a party.” (E.g., late-asserted claims at district court.)

 GoPro, Inc. v. 360Heros, Inc., IPR2018-01754 (Aug. 23, 2019)

– Issue: Whether the service of a pleading asserting a claim alleging infringement, where 
the serving party lacks standing to sue or the pleading is otherwise deficient, triggers 
the 1 year time period for a petitioner to file a petition under 35 U.S.C. § 315(b). 

– PTAB reversed its own prior policy and aligned with Federal Circuit’s Click-to-Call
holding that the time bar is triggered in this situation.
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POP Review Decisions

 Hulu v. Sound View Innovations, IPR2018-01039 (Dec. 20, 2019)

– Issue: What is required for a petitioner to establish that an asserted reference qualifies 
as a “printed publication” at the institution stage?

– PTAB concluded that at the institution stage a petition must “identify, with particularity, 
evidence sufficient to establish a reasonable likelihood that the reference was publicly 
accessible before the critical date.” (Touchstone is public accessibility.)

– Evidence can be submitted post-institution to meet the higher “preponderance” 
standard for the final written decision, but Board emphasized that petitioner cannot 
“completely reopen the record, by, for example, changing theories after filing a 
petition.”

– No presumption in favor of finding that a reference is a “printed publication” at 
institution.

– “Indicia on the face of a reference” are part of totality of evidence but not dispositive—
and may be weak or strong.
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Updates to AIA Trial Practice
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Updates to AIA Trial Practice

 In July 2019, the USPTO published a second update to the AIA Trial Practice Guide
(first update was August 2018), and a consolidated guide in November 2019.

 Guidance included in the 2019 update:

– Factors that may be considered by the Board in determining when additional discovery will be 
granted

– The revised claim construction standard to be used in IPR, PGR, and CBM proceedings

– The submission of testimonial evidence with a patent owner preliminary response

– Information to be provided by the parties if there are multiple petitions filed at or about the same 
time challenging the same patent

– Motion to amend practice

– Factors that may be considered by the Board in determining whether to grant a motion for 
joinder

– Procedures to be followed when a case is remanded

– Procedures for parties to request modifications to the default protective order
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Factors in Deciding Motions for Additional 
Discovery

 IPRs: Garmin factors (IPR2012-00001) (precedential) and “interests of 
justice” standard

1. More than a possibility and mere allegation

2. Litigation positions and underlying basis

3. Ability to generate equivalent information by other means

4. Easily understandable instructions

5. Requests not overly burdensome to answer

 Narrowly focused requests appropriate for such additional discovery for 
(a) identifying RPIs and (b) secondary evidence of non-obviousness.

 PGR/CBM: similar factors in Bloomberg (CBM2013-00005) (precedential)
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Claim Construction

 Revised claim construction standard now applies that is parallel to civil 
action Phillips standard.

 Board will consider any prior claim construction determination in civil 
action or ITC proceeding and give that construction “appropriate weight”; 
also will consider prosecution history and other AIA proceedings.

– Non-exclusive factors considered by Board will include similarities between the PTAB 
record and the district court or ITC record, whether the prior construction is final or 
interlocutory, and whether the terms construed previously are necessary to decide the 
present issue.

 Prior claim construction determinations must have been timely made of 
record in the proceeding to be considered.
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July 2019 Updates to the Trial Practice Guide 
– Claim Construction

 35 U.S.C. 112(f)

– If claim contains “means-plus-function” language, 
Petitioners must provide a construction that includes “both 
the claimed function and the specific portions of the 
specification that describe the structure, material, or acts 
corresponding to each claimed function.”
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Considerations in Instituting a Review 
(Follow-On)
 Board will consider at a minimum whether the statutory institution standard 

has been satisfied, but also other considerations, including whether the 
same or substantially the same prior art or arguments were previously 
presented to the Office.

– Board will consider “potential impacts on both the efficiency of the inter partes review 
process and the fundamental fairness of the process for all parties.”

– General Plastic non-exclusive factors (IPR2016-01357, Paper 19) (precedential):

1. whether same petitioner previously filed petition directed to same claims

2. whether petitioner knew of second-petition prior art at time of first petition

3. whether petitioner had already received POPR or institution decision in first petition

4. length of time between learning of second-petition prior art and second petition

5. whether petition adequately explained time lapse between petitions

6. finite resources of board

7. § 316(a)(11)’s 1-year final determination requirement
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Considerations in Instituting a Review 
(Parallel Petitions)

 Board believes that one petition should be sufficient to challenge claims 
of a patent in most situations and that multiple petitions place a 
“substantial and unnecessary burden on the Board and the patent owner” 
– but sometimes two, or very rarely three, maybe be appropriate

 Petitioner filing two or more petitions should, when filing (in petition or 
separate paper), identify:

1. Ranking of petitions in order that it wishes Board to consider the merits.

2. Succinct explanation of differences, why the issues addressed by the differences are 
material, and why the Board should exercise its discretion.
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Considerations in Instituting a Review (Same 
or Substantially the Same Arguments)
 Board considers in its discretion whether same or substantially the same 

prior art or arguments were presented previously.
 Board considers non-exclusive Becton-Dickinson factors (IPR2017-01586) 

(informative):
1. similarities and material differences between asserted art and prior art presented in 

examination
2. cumulative nature of asserted art and previously evaluated art
3. extent to which asserted art was evaluated during examination
4. overlap of arguments during examination and manner in which petitioner relies on prior 

art or patent owner distinguishes it
5. whether petitioner has pointed out sufficiently how Office erred in previously evaluating 

the asserted art
6. extent to which additional evidence and facts presented in petition warrant 

reconsideration
Also consider: materially changed circumstances or facts/evidence.
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Life Sciences Eligibility

46



Life-Science § 101: SCOTUS Hesitant

 Hikma Pharm. v. Vanda Pharm., 887 F.3d 1117 (2018).

– Holding: Personalized method-of-treatment claims were eligible when “directed to a 
specific method of treatment for specific patients using a specific compound at specific 
doses to achieve a specific outcome.” (I.e., claims not “direct to” law of nature.)

– Distinguished Supreme Court’s finding of ineligibility in Mayo (diagnostic claim) by 
including treatment step after diagnostic step.

 2019 saw briefing around certiorari petition.

 SCOTUS followed Solicitor General’s advice and denied cert in Hikma, as 
well as Athena Diagnostics v. Mayo (No. 19-430) (whether new, specific 
method of diagnosis using new molecules and chemical steps is eligible) 
and HP Inc. v. Berkheimer (No. 18-415) (whether eligibility under Alice is 
question of fact or law).
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PTAB Following USPTO § 101 Guidance

 PTAB in 2019 designated as informative several § 101 examples in 
ex parte appeals for electronic technologies that applied the USPTO 
2019 subject matter eligibility guidance.

 Will 2020 see PTAB following USPTO guidance for life sciences? 
(October update contains two life-sciences examples: treatment 
claims under Vanda, and products of nature under Myriad.)
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Cases to Watch in 2020
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2020 Case Watch List

 Appealability of Time Bar Decisions

– Thryv, Inc. v. Click-to-Call Technologies, LP (argued Dec. 9, 2019)
• Will address whether 35 U.S.C. § 314(d) permits appeal of the PTAB’s decision to institute an 

IPR upon finding that § 315(b)’s time bar did not apply.

• PTAB instituted IPR and found that dismissal of infringement suit without prejudice (here, in 
2003) nullified the effect of service, and thus suit filed in 2001 against predecessor in interest 
did not bar 2012 IPR

• Federal Circuit held that time-bar determinations are appealable despite § 314(d) and that IPR 
was barred

• § 314(d) states: “No Appeal. – The determination by the Director whether to institute an inter 
partes review under this section shall be final and unappealable.”

 PTAB Judge Appointment Constitutionality.

– Arthrex and related cases will likely see en banc and possibly cert. 
petitions.
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POP Review Granted

 Hunting Titan v. DynaEnergetics, IPR2018-00600 (granted Nov. 
7, 2019)

– Issues: 

1. Under what circumstances and at what time during an inter partes review may the 
Board raise a ground of unpatentability that a petitioner did not advance or 
insufficiently developed against substitute claims proposed in a motion to amend? 

2. If the Board raises such a ground of unpatentability, must the Board provide the 
parties notice and an opportunity to respond to the ground of unpatentability 
before the Board makes a final determination? 
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Questions?



ATTORNEY ADVERTISEMENT. The contents of this document, current at the date of publication, are for 
reference purposes only and do not constitute legal advice. Where previous cases are included, prior results 
do not guarantee a similar outcome. Images of people may not be Foley personnel.
© 2020 Foley & Lardner LLP 

Thank you!

Please contact: 

Jeanne M. Gills – jmgills@foley.com

Stephen B. Maebius – smaebius@foley.com

George E. Quillin – gquillin@foley.com
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