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Housekeeping
 Questions can be entered via the Q&A Widget open on the left-hand side of your screen. We will 

address questions live at the end of the program, time permitting.

 If you experience technical difficulties during the presentation, please visit the Webcast Help Guide by 
clicking on the Help Button below the presentation window, which is designated with a question mark 
icon.

 This PowerPoint presentation will be available on our website at Foley.com in the next few days or you 
can obtain a copy of the slides via the Resource List widget.

 Foley will apply for CLE credit after the program, wherever applicable. To be eligible for CLE, you will 
need to be logged in to ON24 for the full duration and also answer a polling question with a five-digit 
course code announced during the program. If you did not supply your CLE information upon registering, 
please email it to tbanister@foley.com.

 NOTE: Those seeking Kansas, New York, and/or New Jersey CLE credit are required to complete the 
Attorney Affirmation Form in addition to answering the polling question that will appear during the 
program. A copy of this form is also available via the Resource List widget. Include the five-digit course 
code on your completed form and email it to tbanister@foley.com immediately following the program.

 Certificates of attendance will be distributed to eligible participants approximately eight weeks after the 
web conference via email.
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2017 Trends and Statistics
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2017 Trends and Statistics: USPTO
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Source: https://www.uspto.gov/sites/default/files/documents/Trial_Statistics_2017-12-31.pdf



2017 Trends and Statistics: USPTO
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Source: https://www.uspto.gov/patents-application-
process/patent-trial-and-appeal-board/statistics

IPR CBM PGR

2015 92.0% 7.3% 0.7%

2016 93.2% 5.2% 1.7%

2017 95.8% 1.9% 2.3%

% Total Filings 2015-2017



Trends and Statistics: U.S. District Courts, 
PTAB, and ITC
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Source: https://www.docketnavigator.com/stats 



2017 Trends and Statistics: USPTO
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Source: https://www.uspto.gov/sites/default/files/documents/Trial_Statistics_2017-12-31.pdf



Supreme Court on Inter Partes 
Review
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Supreme Court on Inter Partes Review

Oil States Energy Services LLC v. Greene’s Energy Group, LLC

– Argued on November 27, 2017

– Question Presented: Whether inter partes review—an adversarial 
process used by the Patent and Trademark Office (PTO) to analyze the 
validity of existing patents—violates the Constitution by extinguishing 
private property rights through a non-Article III forum without a jury.

– Total Amicus Briefs: 58

– Decision expected by June of 2018
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Supreme Court on Inter Partes Review

Oil States’ Arguments (from brief)

– Inter partes review wrests patent-validity cases from federal courts and 
entrusts them to administrative-agency employees, who decide questions 
of law that Article III reserves to judges and questions of fact that the 
Seventh Amendment reserves to juries.

– Inter partes review impermissibly transfers the responsibility for deciding 
common-law suits from Article III judges to  administrative agency 
employees who are beholden to Executive Branch officials—precisely the 
evil the Framers sought to avoid.

– Neither Article III nor the Seventh Amendment tolerates this circumvention.

12



Supreme Court on Inter Partes Review

Greene’s Energy’s Arguments (from brief)

– Congress has plenary power under the Constitution to provide for patent 
monopolies of proper scope to “promote the Progress of Science and 
useful Arts.” Exercising this power, Congress has created by statute the 
patent right, and defined the nature, scope and limits of that right.

– U.S. patent rights thus derive not from the common law, but exclusively 
from statutes enacted to advance a paramount public purpose.

– Patent rights are expressly granted “subject to” the power of Congress to 
define such rights.
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Supreme Court on Inter Partes Review

SAS Institute Inc. v. Joseph Matal

– Argued on November 27, 2017

– Question Presented: Does 35 U.S.C. § 318(a), which provides that the 
Patent Trial and Appeal Board in an inter partes review “shall issue a final 
written decision with respect to the patentability of any patent claim 
challenged by the petitioner,” require that Board to issue a final written 
decision as to every claim challenged by the petitioner, or does it allow that 
Board to issue a final written decision with respect to the patentability of 
only some of the patent claims challenged by the petitioner, as the Federal 
Circuit held?

– Decision expected by June of 2018
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Supreme Court on Inter Partes Review

SAS Institute’s Argument (from brief)

– 35 USC § 318(a) requires the PTAB to address all challenged claims 
in its Final Written Decision

– Factual Background:

SAS Institute challenged the patentability of all claims of the subject 
patent in the original Petition

The PTAB instituted trial on only a subset claims, and only 
addressed those claims in the Final Written Decision

During course of Trial SAS Institute continued to argue all 
challenged claims should be subject to review
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Supreme Court on Inter Partes Review

USPTO’s Argument (from brief)

– In the AIA, Congress established inter partes review as one of 
several administrative mechanisms through which the USPTO may 
reconsider claims in patents the agency previously issued. Those 
mechanisms were designed to create an “efficient system for 
challenging patents that should not have issued,” with the aim of 
“improv[ing] patent quality and restor[ing] confidence in the  
presumption of validity that comes with issued patents.”

– The AIA gives the USPTO broad discretion in determining whether to 
institute inter partes review, and it makes the agency’s decisions 
whether to institute review “final and nonappealable.”
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PTAB Amendment Process –
Aqua Products v. Matal
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PTAB Amendment Process

Aqua Products v. Matal (Fed. Cir. Oct. 2017)

– Decision en banc (Judge Stoll did not participate) regarding a limited 
question of which party bears the burden of persuasion with respect 
to patentability of amended claims in IPR proceedings with five 
separate opinions.

– “The only legal conclusions that support and define the judgment of 
the court are: (1) the PTO has not adopted a rule placing the burden 
of persuasion with respect to the patentability of amended claims on 
the patent owner that is entitled to deference; and (2) in the absence 
of anything that might be entitled deference, the PTO may not place 
that burden on the patentee.”
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PTAB Amendment Process

Subsequent USPTO Guidance on Motions to Amend in View 
of Aqua Products (Nov. 2017)

– “In light of the Aqua Products decision, the Board will not place the burden 
of persuasion on a patent owner with respect to the patentability of 
substitute claims presented in a motion to amend.”

– “Thus, for example, if the entirety of the evidence of record before the 
Board is in equipoise as to the unpatentability of one or more substitute 
claims, the Board will grant the motion to amend with respect to such 
claims, and the Office will issue a certificate incorporating those claims into 
the patent at issue.”

– The Board separately noted that “generally speaking practice and 
procedure before the Board will not change.” E.g. requirements to file a 
motion setting forth written description support for substituted claims, etc.
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PTAB Amendment Process: Subsequent Decisions

TSMC v. Godo Kaisha IP Bridge 1, Paper 47 (IPR2016-01249)
– Patent Owner’s motion to amend included three substitute claims (claims 

11, 12, and 13)

– Substitute claims 11 and 12 were found unpatentable over the prior art of 
record

– Substitute claim 13 was found to not introduce new matter, based on 
Patent Owner’s arguments and evidence – “We are persuaded by Patent 
Owner that proposed claim 13 does not contain new matter.”

– Substitute claim 13 was also found patentable over the prior art of record –
“Petitioner has not shown, and the record does not support a finding, that 
a person of ordinary skill in the art would have had a reason to introduce 
nitrogen…”

– Decision includes an interesting concurrence by ALJ Fitzpatrick discussing 
his view as to which burdens should be assigned to the parties
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Additional Discovery in 
PTAB Proceedings
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Additional Discovery in PTAB Proceedings
 “Discovery” in PTAB proceedings is generally limited to cross examination of 

declarants (i.e. Petitioner’s Expert and Patent Owner’s Expert).

At times, the PTAB has allowed “additional discovery” (37 CFR 42.51(b)(2)) 
through analysis of the Garmin factors:

1) More than a possibility and mere allegation that something useful will be 
discovered; 

2) Requests that do not seek other party’s litigation positions and the underlying 
basis for those positions; 

3) Ability to generate equivalent information by other means; 

4) Easily understandable instructions; and 

5) Requests that are not overly burdensome to answer.

See Garmin Int’l, Inc. v. Cuozzo Speed Techs. LLC, Case IPR2012-00001, slip op. at 6–7 
(PTAB Mar. 5, 2013) (Paper 26) (informative).
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Example Decisions from 2017
Mylan v. Allergan, Paper 73 (IPR2016-01127)

– The Patent Owner had submitted certain figures that visually depicted 
pharmacokinetic data designed to show the benefits of the invention so 
as to rebut obviousness.  Certain of the figures submitted by Patent 
Owner lacked mean value and standard error rates, and so the Petitioner 
requested discovery of the underlying pharmacokinetic data so that it 
could properly evaluate the significance of the figures.  The PTAB 
granted the request for discovery of that data as to those figures.

– However, the PTAB denied a request for underlying pharmacokinetic 
data for figures in a publication submitted by Patent Owner which did 
contain mean value and standard error bars.  The denial was based on 
reasoning that the information presented was already sufficient to enable 
an assessment by Petitioner of whether the results were “significant.”
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Example Decisions from 2017
Mylan v. Qualicaps Co., Ltd., Paper 35 (IPR2017-00203)

– Patent Owner relied on a declaration provided by the Inventor of the 
patent, submitted during prosecution, as evidence of unexpected results.  
Inventor had been previously deposed in the co-pending litigation.

– PTAB ordered service and filing of complete prior deposition transcript of 
inventor.  PTAB also ordered service and filing of the experiments, data, 
and statements in Inventor’s declaration that were marked as exhibits 
during prior deposition.

– PTAB declined to order production of “all documents” supporting or 
refuting Patent Owner’s assertion of unexpected results, including all 
exhibits from prior deposition.  PTAB also declined Petitioner’s request 
for an additional deposition of the Inventor in the current IPR proceeding.
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Example Decisions from 2017

One World Industries, Inc. v. The Chamberlain Group, Inc., 
Paper 20 (IPR2017-00126)

– Patent Owner requested additional discovery of ten documents that 
are referenced in an International Trade Commission (“ITC”) Initial 
Determination (“ID”), in a discussion of copying as a secondary 
consideration of non-obviousness.

– PTAB ordered production of the documents referenced in the ID.  
Notably, while the PTAB acknowledged the ITC Protective Order, 
the documents were Petitioner’s documents relating to copying and 
in their control.
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PTAB Remand Procedures 
and Circumstances
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Board Standard Operating Procedure for 
Remand

Board issued its remand “SOP 9” on Nov. 15, 2017:  
https://www.uspto.gov/sites/default/files/documents/sop_9_%20procedure
_for_decisions_remanded_from_the_federal_circuit.pdf.

Within 10 business days of Federal Circuit mandate (mandate should 
issue 37 days after decision if no rehearing request), parties should 
contact Board to request telephone conference.

Before telephone conference, parties should meet and confer to discuss 
remand procedures and try to reach agreement.
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Board Standard Operating Procedure for 
Remand

Goal is to deliver decision after remand within 6 months.

Conference call with Board should occur within 1 month of mandate.

Parties should meet and confer before call with Board about:

(1) whether additional briefing is necessary; (2) subject matter limitations on briefing; (3) 
length of briefing; (4) whether the parties should file briefs concurrently or sequentially; 
(5) if briefs are filed sequentially, which party should open the briefing; (6) whether a 
second brief from either party should be permitted; (7) the briefing schedule; (8) whether 
either party should be permitted to supplement the evidentiary record; (9) limitations, if 
any, on the type of additional evidence that will be submitted; (10) the schedule for 
submitting additional evidence, if any; and (11) any other relevant procedural issues. 
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Board Standard Operating Procedure for 
Remand

New briefing likely if new claim construction or change in the law

New evidence unlikely absent “good cause”

Additional oral argument unlikely (unless new evidence allowed)
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Board Standard Operating Procedure for 
Remand

30

https://www.uspto.gov/sites/default/files/documents/sop_9_%20procedure_for_decision
s_remanded_from_the_federal_circuit.pdf



PTAB Appeals
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PTAB Appeals to Fed. Cir. – One-Year Bar
Wi-Fi One, LLC v. Broadcom Corp. (Fed. Cir. 2018) (en banc)

– 35 USC § 314(d) states “The determination by the Director whether to institute an inter 
partes review under this section shall be final and nonappealable.” (emphasis added)

– 35 USC § 315(b) provides one-year time bar

– Question Presented: Should this court overrule Achates Reference Publishing, Inc. v. 
Apple, Inc. 803 F.3d 652 (Fed. Cir. 2015) and hold that judicial review is available for a 
patent owner to challenge the PTO’s determination that the petitioner satisfied the 
timeliness requirement of 35 USC § 315(b) governing filing of petitions for inter partes 
review?

– Strong presumption of judicial review of agency actions

– “Thus, the statutory scheme as a whole demonstrates that § 315 is not ‘closely related’ 
to the institution decision addressed in § 314(a), and it therefore is not subject to §
314(d)’s bar on judicial review.”
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Trends in Pharmaceutical IPRs 
Filed by Generic Petitioners
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High Institution Rate But Lower 
Invalidation Rate in Final Decisions

Surveyed 204 IPRs filed by generic petitioners

High institution rate of 75%, which is significantly higher than the 
63% institution rate for the combined “bio/pharma” category reported 
by USPTO

Out of 41 IPRs that reached a final decision, all claims found 
unpatentable in only 59% (lower than overall 67% invalidation rate 
for instituted claims reported by USPTO)
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High Rate of Settlement

Settlement rate remains high at about twenty two percent (22%) 
(combined pre- and post-institution settlements out of total 
outcomes)

Pre-institution settlement rate is 14%

28 out of 44 total settlements in the current data pool are between 
parties litigating multiple related patents before the PTAB  led to 
group settlements
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High Rate of Parallel Litigation

Out of the 205 pharma IPRs we surveyed, 73% (150) involved a 
parallel litigation where the IPR petitioner was a defendant in the 
litigation

Often there were multiple parallel litigations (first, second, third 
ANDA filers) involving the patent that was the subject of the IPR, 
where some or all of the other defendants chose not to file IPRs or 
join existing IPRs of the patent

 In other cases, those other ANDA filers did join or file their own IPRs
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Choice of IPR Counsel With Parallel Litigation

Among patent owners, 43% chose to involve an additional firm in the 
IPR:

– 26% included litigation counsel in the IPR

– 17% did not list litigation counsel at all in the IPR

– 57% used same firm for lit. and IPR

Among petitioners, 64% chose to involve an additional firm in the 
IPR:
– 35% included litigation counsel in the IPR

– 29% did not list litigation counsel at all in the IPR

– 37% used same firm for lit. and IPR
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Number of IPR Petitions by Generic 
Petitioners
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Outcome of IPR Petitions by Generic 
Drug Company Petitioners 
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Sovereign Immunity –

State-Owned Patents
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Sovereign Immunity of State-Owned Patents

Covidien LP v. Univ. of Florida Research Foundation Inc., 
Paper 21 (IPR2016-01274)

– Underlying dispute related allegations of breach of license

– “On the whole, considering the nature of inter partes review and civil 
litigation, we conclude that the considerable resemblance between the two 
is sufficient to implicate the immunity afforded to the States by the Eleventh 
Amendment.”

– The PTAB also found that UFRF “is an arm of the State entitled to 
sovereign immunity.”
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Sovereign Immunity of State-Owned Patents

NeoChord, Inc. v. University of Maryland, Paper 28 (IPR2016-
00208)

– PTAB found no abrogation of the Eleventh Amendment Immunity in the 
Patent Act.

– PTAB found no waiver of immunity by obtaining the patent at issue, 
licensing the patent at issue, or participating in the IPR proceedings up to 
the oral hearing stage.

– The PTAB also disagreed that the IPR could proceed only with the licensee 
(a named party to the IPR), finding that Maryland had retained rights under 
the license and so was a necessary and indispensable party.
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Sovereign Immunity of State-Owned Patents

Surface Ltd. v. Toyota Motor Corp., Paper 36 (IPR2016-01914) 

Co-owned patent between Toyota and University of Minnesota.

University of Minnesota was not a named party in IPR but PTAB “agree[d] 
that the [University] cannot be compelled to join this proceeding against 
their will,” but “conclude[d] that the proceeding may continue in their 
absence.”

Since Toyota and the University “hold identical interests” in the patent at 
issue, and were “represented by the same legal counsel,” the PTAB 
determined that “Toyota would adequately represent the interests of the 
[University] in the challenged patent.” 
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Sovereign Immunity of State-Owned Patents

 LSI Corp. v. Regents of the University of Minnesota, Paper 19 (IPR2017-
01068); Ericsson Inc. v. Regents of the University of Minnesota, Paper 
14 (IPR2017-01186)

– IPR Proceedings involving different patents with the same panel except 
different concurring APJs.

– Nearly textual identical opinions, including concurring opinions.

– Expanded Panel found the patent owner “waived its Eleventh Amendment 
immunity by filing an action in federal court alleging infringement of the 
patent being challenged in this proceeding.” 
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Sovereign Immunity –

Transfer to Indian Tribes
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Sovereign Immunity: Transfer to Indian Tribes

Mylan Pharmaceuticals Inc. v. Allergan, Inc. (IPR2016-01127 
through 01131)

– During the course of the IPR proceedings relating to six Allergan 
patents, the patents were assigned to the Saint Regis Mohawk Tribe 
(“Tribe”) with a exclusive field-of-use grant back to Allergan.

– The Tribe as an indispensable party filed a motion to dismiss the 
IPRs based on an assertion of sovereign immunity.
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Sovereign Immunity: Transfer to Indian Tribes

Allergan IPRs

– Mylan asserts the transaction is a sham, and the patents should 
not be shielded from invalidation during the inter partes review 
proceedings.

– PTAB authorized the unprecedented filing of amicus briefs – a 
total of 15 were filed.

– Mylan and the Tribe filed responses to the amicus briefs on 
December 15, 2017.

– The time to enter a final written decision has been adjusted to 
April 6, 2018.
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Sovereign Immunity: Transfer to Indian Tribes

Allergan, Inc. v. Teva Pharm. USA, Inc., C.A. 2:15-cv-1455-
WCB, E.D. Tex.

– In a bench trial, Judge Bryson found certain claims of the six patents at 
issue in the IPRs invalid as obvious over the prior art.

– The court issued an opinion in relation to addition of the Tribe as a co-
plaintiff in the District Court Action and noted:

 “It is clear that Allergan’s motivation for the assignment was to attempt to avoid 
the IPR proceedings that are currently pending in the PTO by invoking the 
Tribe’s sovereign immunity as a bar to those proceedings.”

 “The Court has serious concerns about the legitimacy of the tactic that Allergan 
and the Tribe have employed.”
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Sovereign Immunity: Transfer to Indian Tribes

Apple Inc. v. MEC Resources, LLC et al IPR2018-00286

– Patent at issue is directed to an inductor – an electronic circuit component

– Patent Owner recently filed its Mandatory Notices and stated:

 “MEC is a tribal limited liability company wholly-owned by Mandaree Enterprises, LLC, a 
wholly-owned subsidiary of the Three Affiliated Tribes of the Fort Berthold Reservation 
(the Mandan, Hidatsa, and Arikara Nations) (hereinafter ‘Tribe’).”

 Filed notices note the federal recognition of the tribe and requests a stay pending its 
motion to dismiss for lack of jurisdiction based on tribal sovereign immunity.

 Motion has not yet been filed or authorized by PTAB.
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Questions?
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