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Housekeeping
 Questions can be entered via the Q&A Widget open on the left-hand side of your screen. We will address questions live at the end of the program, time permitting.
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 This PowerPoint presentation will be available on our website at Foley.com in the next few days or you can obtain a copy of the slides via the Resource List widget.
 Foley will apply for CLE credit after the program, wherever applicable. To be eligible for CLE, you will need to be logged in to ON24 for the full duration and also answer a polling question with a five-digit course code announced during the program. If you did not supply your CLE information upon registering, please email it to tbanister@foley.com.
 NOTE: Those seeking Kansas, New York, and/or New Jersey CLE credit are required to complete the 
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 Certificates of attendance will be distributed to eligible participants approximately eight weeks after the web conference via email.

2



Presenters

3

NGeorge C. BeckPartnerElectronics Practice and Patent Office Trials PracticeFoley & Lardner LLP
SChase J. BrillSenior CounselMechanical & Electromechanical Technologies Practice and Patent Office Trials PracticeFoley & Lardner LLP

KGeorge E. QuillinPartner and Chair, Patent Office Trials PracticeIP Litigation Practice, Mechanical & Electromechanical Technologies Practice, and Appellate PracticeFoley & Lardner LLP



Covered Topics
 2018 Trends and Statistics
 SCOTUS on IPRs: Implications of SAS Institute, Inc. v. Iancu and Oil States Energy 

Services, LLC v. Greene’s Energy Group, LLC
 Tribal Sovereign Immunity: Federal Circuit Affirms PTAB Ruling that Tribal Immunity Does Not Apply to IPRs
 Real Party in Interest (RPI)
 Effects of Aqua Products on Amendment Practice
 Proposal to Facilitate Amendments in AIA Proceedings
 Changes in the Claim Construction Standard Used in PTAB Proceedings
 2018 Updates to the Trial Practice Guide
 Revisions to Standard Operating Procedures
 Implications and PTAB Trends
 2019 Case Watch List

4



2018 Trends and Statistics
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2018 Trends and Statistics: USPTO
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2018 Trends and Statistics: USPTO
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Source: https://www.uspto.gov/sites/default/files/documents/trial_statistics_nov_2018.pdf

IPR CBM PGR2016 93.2% 5.2% 1.7%2017 95.8% 1.9% 2.3%2018 92.4% 6.0% 1.5%
% Total Filings 2016-2018



2018 Trends and Statistics: U.S. District Courts, PTAB, and ITC
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2018 Trends and Statistics: USPTO
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SCOTUS on IPRs: Implications of SAS Institute, Inc. v. Iancu and Oil States Energy Services, LLC v. 
Greene’s Energy Group, LLC

10



Constitutionality of Inter Partes Review: Oil States Energy Services LLC v. Greene’s Energy Group LLC, 138 S. Ct. 1365 (2018)
 Question Presented: Do IPRs violate Article III of the U.S. Constitution by allowing the USPTO to adjudicate the validity of issued patents?  Do IPRs violate the Seventh Amendment to the U.S. Constitution, providing a right to a jury trial?
 Holding: IPR “violates neither” part of the Constitution.
 The Court stated that “the decision to grant a patent is a matter involving public rights—specifically, the grant of a public franchise.” Upon this basis, the Court found that IPRs “fall[] squarely within the public-rights doctrine” and the PTO can permissibly reconsider the grant of a patent without violating Article III. 
 The Court found that an IPR is merely “a second look at an earlier administrative grant of a patent” and the fact that IPRs involve issued patents “does not make a difference here” as “[p]atent claims are granted subject to the qualification that the PTO has the authority to reexamine—and perhaps cancel—a patent claim” in an IPR. 
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Consideration of Claims in Inter Partes Review: SAS Inst., Inc. v. Iancu, 138 S. Ct. 1348
 Question Presented: Under 35 U.S.C. § 318(a), when the Board institutes IPR is it required to issue a final written decision addressing all of the challenged claims or may it limit the final written decision to only some of the claims?
 Holding: “When the Patent Office institutes an inter partes review, it must decide the patentability of all of the claims the petitioner has challenged.”
 Significance: Subsequent PTAB practice and guidance has been to institute on all presented grounds on all challenged claims when instituting an AIA-trial (IPR, PGR, or CBM).  The PTAB has also issued orders modifying the scope of pending trials to include non-instituted grounds and challenged claims.
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Post-SAS Federal Circuit Decisions
 Patent Owners may request remand:
– “Polaris may request a remand to allow the Board to consider noninstituted claims and grounds.” Polaris Indus. Inc. v. Arctic Cat, Inc., No. 2017-1870, 2018 WL 2435544, at *1 (Fed. Cir. May 30, 2018) (the petitioner had argued that the patent owner lacked the right to request a remand).
– The court “further conclude[d] that Polaris did not waive its right to seek remand by not arguing against partial institution before the Board.” (Id.)

 Petitioners may request remand:
– Before merits briefing. Ulthera, Inc. v. Dermafocus LLC, No. 2018-1542, Order (Fed. Cir. May 25, 2018).
– After the court has entered judgment on the Final Written Decision. Broad Ocean Tech., LLC, v. 

Nidec Motor Corp., No. 2017-1933, Order (June 14, 2018).
 The parties may jointly request remand:
– Granting a joint request for remand to the Board to address noninstituted grounds. Nestle Purina 

Petcare Co. v. Oil-Dri Corp. of Am., No. 2017-1744, Order (Fed. Cir. June 11, 2018).
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Post-SAS District Court Decisions on Motions to Stay
 Granting stays prior to institution decisions:
– “While review is not guaranteed and, therefore, the benefits of review are only speculative at this juncture, in light of the Supreme Court’s mandate to review all contested claims upon grant of IPR and the complexity of this case, the Court finds this factor weighs in favor of a limited stay of proceedings until the PTO issues its decisions on whether to institute IPR.” Wi-LAN v. LG Elecs., Inc., 2018 WL 2448098, at *3 (C.D. Cal. May 21, 2018).
– “[W]ith the PTAB taking the new all-or-nothing approach to institution decisions, there’s no concern about the PTAB picking and choosing certain claims or certain invalidity grounds from each petition.” Nichia Corp. v. Vizio, Inc., 2018 WL 2448098, at *3 (C.D. Cal. May 21, 2018).
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Post-SAS District Court Decisions on Motions to Stay (cont.)
 Granting a stay after trial, prior to entry of final judgment:
– After trial, the jury returned a verdict in favor of Prisua, finding the asserted claims not invalid and that Samsung willfully infringed. However, prior to entry of final judgment, the SAS opinion issued and the Court directed the parties to show cause why the case should or should not be stayed in view of SAS. On May 29, the Board modified its decision to address all of the challenged claims and the Court subsequently stayed the litigation until the Board renders a decision. Prisua Eng’g 

Corp. v. Samsung Elecs. Co., No. 1:16-CV-21761-KMM, (S.D. Fla. June 12, 2018).
 Granting a stay while case is on-going:
– In Huawei Technologies, Co, Ltd. v. Samsung Electronics Co, Ltd. the court granted a stay following the modification of an IPR trial to include all challenged claims despite the progress of the litigation to date. Case No. 3:16-cv-02787-WHO (N.D. Cal. June 13, 2018)
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SAS Effect on Institution Decisions
 What is happening with Institution Decisions now that the PTAB is instituting on all grounds in a petition and all claims consistent with SAS?
– The Board is often instituting trial without providing an analysis of every claim and ground. 
–One study estimates that 50% of Institution Decisions do not analyze all claims and all grounds, despite instituting on all claims and grounds.*
 Finding one ground supported institution, due to SAS, the Board instituted inter partes review on three other grounds as well, without any detailed analysis. Trans Ova Genetics, LC et al v. 

XY, LLC et al., IPR2018-00248, Decision at 25, Paper No. 7 (June 7, 2018).
 Finding reasonable likelihood of success for two of four grounds for one claim, the Board instituted trial on all grounds and all nine challenged claims. Seoul Semiconductor Co., Ltd. et 

al v. Document Security Systems, Inc., IPR2018-00265, Decision at 12, Paper No. 8, (June 7, 2018).* S. Schreiner et al., “PTAB Institution Decisions In The Wake Of SAS” (July 12, 2018)
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Tribal Sovereign Immunity: Federal Circuit Affirms PTAB Ruling that Tribal Immunity Does Not Apply to IPRs
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Tribal Sovereign Immunity: Saint Regis Mohawk Tribe, Allergan, Inc. v. Mylan Pharm. Inc., Teva Pharm. USA, Inc., AKORN, Inc., 896 F.3d 1322 (Fed. Cir. 2018)
 Question Presented: When a patent is owned by a Native American tribe, can tribal sovereign immunity be asserted in IPRs?
 Holding: No, tribal sovereign immunity cannot be asserted to avoid an IPR.
– “Immunity does not apply where the federal government acting through an agency engages in an investigative action or pursues an adjudicatory agency action.”
– “IPR is more like an agency enforcement action than a civil suit brought by a private party….” Thus, “tribal immunity is not implicated.”
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Real Party in Interest (RPI)
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Judicial Review of RPI Determinations by PTAB: Wi-Fi One, LLC v. Broadcom Corp., 878 F.3d 1364, 1374(Fed. Cir. 2018) (en banc)
 Question Presented: Is a PTAB’s determination that an IPR petition is not time-barred under § 315(b) subject to judicial review?
– Prior to the en banc decision in Wi-Fi One, the CAFC had little occasion to review the PTAB’s interpretation of “real party in interest” under § 315(b).
– Prior cases involved challenges that petitioners were in privity with a time-barred party to an earlier litigation. E.g., WesternGeco LLC v. ION Geophysical Corp., 889 F.3d 1308, 1316-19 (Fed. Cir. 2018) (affirming Board’s determination that ION and time-barred party were not privies).

 Holding: Yes, “time bar determinations under § 315(b) are reviewable by this court”.
– Decision notes that in rendering § 315(b) determinations, the PTAB “seeks to determine whether some party other than the petitioner is the ‘party or parties at whose behest the petition has been filed’”. (citing Office Patent Trial Practice Guide, 77 Fed. Reg. 48,756, 48,759 (Aug. 14, 2012). 
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Meaning of “RPI”: Applications in Internet Time, LLC v. RPX Corp., 897 F.3d 1252 (Fed. Cir. 2018)
 Question Presented: Did the PTAB rely on an erroneous understanding of “real party in interest” in determining that RPX’s IPR petitions were not time barred under § 315(b)?
 Holding: Yes, the PTAB applied an unduly narrow test for determining whether an unnamed party (Salesforce) was a RPI.
– Determining whether a party is a real party in interest “demands a flexible approach that takes into account both equitable and practical considerations, with an eye toward determining whether the non-party is a clear beneficiary that has a preexisting, 

established relationship with the petitioner.”
 PTAB failed to “meaningfully examine” (1) Salesforce’s relationship with RPX and (2) “the nature of RPX as an entity.”
 Cites to PTAB’s decision in Cisco Sys., v. HP, IPR2017-01933 (PTAB Mar. 16, 2018), Paper 9 (determining that there was sufficient evidence to demonstrate that Cisco was a proxy for a time-barred party (Spingpath)).
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Meaning of “RPI”: Worlds Inc. v. Bungie, Inc., 903 F.3d 1237 (Fed. Cir. 2018)
 Question Presented: Did the PTAB err in determining that Bungie’s petitions were not time barred under § 315(b) for failing to name its distributor as a RPI?
 Holdings: 
– IPR petitioner bore burden of persuasion to demonstrate that its petitions were not time-barred based on complaint served on real party in interest more than one year earlier;
– IPR petitioner's initial identification of real parties in interest had to be accepted unless and until disputed by patent owner;
– Patent owner had to produce some evidence that tended to show that particular third party should be named real party in interest;
– Patent owner presented more than enough evidence to sufficiently put issue into dispute of whether particular third party should be named real party in interest;
– Board could not merely rely upon initial identification of real parties in interest by petitioner; and
– Remand was required for Board to further consider real-party-in-interest issue.
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Effects of Aqua Products on Amendment Practice
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Motions to Amend in Inter Partes Review: Developments Since Aqua Prods. v. Matal, 872 F.3d 1290 (Fed. Cir. 2017)
 Question Presented: Which party bears the burden of persuasion with respect to patentability of amended claims in IPR proceedings?
 Holding: Five separate opinions issued. “The only legal conclusions that support and define the judgment of the court are: (1) the PTO has not adopted a rule placing the burden of persuasion with respect to the patentability of amended claims on the patent owner that is entitled to deference; and (2) in the absence of anything that might be entitled deference, the PTO may not place that burden on the patentee.”
 Board has issued guidelines echoing Aqua Products, but has made few practical changes to the amendment process. 
– Patent Owner still gets 25 pages for motion to amend.  Petitioner gets 25 page opposition.  Patent Owner gets 12 page reply.  Petitioner now gets 12 page sur-reply.
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Motions to Amend
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Source: https://www.uspto.gov/sites/default/files/documents/PTAB%20MTA%20Study%20%28Installment%204%20-%20update%20through%2003-31-2018%29.pdf (Data available only through March 2018)



Aqua Prods. v. Matal, 872 F.3d 1290 (en banc) (cont.)
 Number of motions to amend has increased since Aqua Products.
 But there has been little or no change in the number of motions to amend granted.
– One study found that, between October 2017 and March 2018, over 90% of motions to amend were denied.*
– 36% were denied for lack of written description support, 50% for anticipation or obviousness, and 14% for both.

 Even with the burden shifted to petitioner, it is difficult to get a motion to amend granted.
– For Patent Owner, it is important to address written description and patentability thoroughly in the initial Motion to Amend, and to not wait until the Reply.
– Petitioners should focus arguments on lack of written description and obviousness.*J. Glass et al., “IPR Claim Amendments In The Wake Of Aqua Products”
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Proposal to Facilitate Amendments in AIA Proceedings
27



Proposal to Facilitate Amendments in AIA Challenges
October 2018, USPTO published a proposal for implementing a new 2-phase procedure for patent owners to make amendments during AIA patent challenges.  
A key difference under the new process would be that patent owners get a second chance after receiving an initial determination on their proposed amended claims to make further changes. 
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Proposal to Facilitate Amendments in AIA Challenges
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Proposal to Facilitate Amendments in AIA Challenges (cont.)
Proposal indicates that this change may be implemented as a pilot program first within the existing motion to amend rules framework.  
Because it does not appear to require new rulemaking to implement, the USPTO would be able to implement the change relatively quickly (compared to a change in rules) following its review of any public comments.
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Changes in the Claim Construction Standard Used in PTAB Proceedings
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Changes in Claim Construction Standard
 PREVIOUS: 37 C.F.R. § 42.100(b) A claim in an unexpired patent that will not expire before a final written decision is issued shall be given its broadest reasonable construction in light of the 

specification of the patent in which it appears. A party may request a district court-type claim construction approach to be applied if a party certifies that the involved patent will expire within 18 months from the entry of the Notice of Filing Date Accorded to Petition. The request, accompanied by a party’s certification, must be made in the form of a motion under § 42.20, within 30 days from the filing of the petition.
 NEW: 37 C.F.R. § 42.100(b) In an inter partes review proceeding, a claim of a patent, or a claim proposed in a motion to amend under § 42.121, shall be construed using the same claim construction standard that would be used to construe such claim in a civil action to invalidate a patent under 35 U.S.C. 282(b), including construing the claim in accordance with the ordinary 

and customary meaning of such claim as understood by one of ordinary skill in the art and 
the prosecution history pertaining to the patent. Any prior claim construction determination 
concerning a term of the claim in a civil action, or a proceeding before the International 
Trade Commission, that is timely made of record in the inter partes review proceeding will 
be considered.
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Changes in Claim Construction Standard
 BRI standard was applied to IPR, PGR, and CBM petitions filed before November 13, 2018.
– Resulted in a spike of new petitions in November 2018 (212 in November 2018 up from 115 in October 2018).

 Some have theorized that fewer petitions and district court actions will be filed immediately after the change, to allow parties to observe how the new rule is applied.  
–We except any such influence would be minor, as PTAB has, in effect, typically applied a Phillips-like standard, and has rarely relied on BRI as a justification for broad claim constructions.
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2018 Updates to the Trial Practice Guide
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2018 Updates to Trial Practice Guide
 Expert Testimony
– “[B]ecause an inter partes review may only be requested “on the basis of prior art consisting of patents or printed publications,” 35 U.S.C. § 311(b), expert testimony cannot take the place of disclosure from patents or printed publications. In other words, expert testimony may explain “patents and printed publications,” but is not a substitute for disclosure in a prior art reference itself.”
 This is at odds with KSR, which stated that “[t]he obviousness analysis cannot be confined by . . . overemphasis on the importance of published articles and the explicit content of issued patents. . . . . In many fields it may be that there is little discussion of obvious techniques or combinations, and it often may be the case that market demand, rather than scientific literature, will drive design trends.”  KSR, 550 U.S. at 419, 82 USPQ2d at 1396. 
 Also at odds with the MPEP, which states that “[p]rior art is not limited just to the references being applied, but includes the understanding of one of ordinary skill in the art. The prior art reference (or references when combined) need not teach or suggest all the claim limitations . . .”  MPEP 2141(III).
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2018 Updates to Trial Practice Guide
 Considerations in Instituting a Review
– In addition to whether a party has satisfied statutory institution standard, “[t]he Board will also take into account whether various considerations . . . warrant the exercise of the Director’s discretion to decline to institute review.”
 35 U.S.C. § 325(d) states that “the Director may take into account whether, and reject the petition or request because, the same or substantially the same prior art or arguments previously were presented to the Office.”  Board will consider “Becton Dickinson” factors when determining whether to deny institution based on 35 U.S.C. 
§ 325(d).

 Board will consider “General Plastics” factors when determining whether to deny institution of “follow-on” petitions challenging the same patent as challenged previously in an IPR, PGR, or CBM proceeding.
36



2018 Updates to Trial Practice Guide 
 “Becton Dickinson” factors considered in whether to deny institution based on 35 U.S.C. § 325(d)1. the similarities and material differences between the asserted art and the prior art involved during examination; 2. the cumulative nature of the asserted art and the prior art evaluated during examination; 3. the extent to which the asserted art was evaluated during examination; 4. the extent of the overlap between the arguments made during examination and the manner in which a petitioner relies on the prior art or a patent owner distinguishes the prior art; 5. whether a petitioner has pointed out sufficiently how the Office erred in evaluating the asserted prior art; and 6. the extent to which additional evidence and facts presented in the petition warrant reconsideration of the prior art or arguments. 
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2018 Updates to Trial Practice Guide 
 “General Plastics” factors considered in whether to grant “follow on” petition1. whether the same petitioner previously filed a petition directed to the same claims of the same patent; 2. whether at the time of filing of the first petition the petitioner knew of the prior art asserted in the second petition or should have known of it;3. whether at the time of filing of the second petition the petitioner already received the patent owner’s preliminary response to the first petition or received the Board’s decision on whether to institute review in the first petition; 4. the length of time that elapsed between the time the petitioner learned of the prior art asserted in the second petition and the filing of the second petition; 5. whether the petitioner provides adequate explanation for the time elapsed between the filings of multiple petitions directed to the same claims of the same patent; 6. the finite resources of the Board; and 7. the requirement under 35 U.S.C. § 316(a)(11) to issue a final determination not later than 1 year after the date on which the Director notices institution of review. 
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Revisions to Standard Operating Procedures
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Revisions to Standard Operating Procedures –SOP 1
PTAB SOP 1 – Assigning APJs
– Revised PTAP SOP 1 outlines a hierarchy of considerations behind how APJs are assigned to cases. These include, in general order of importance:
 Avoiding conflicts of interest
 The preference of an APJ for ex parte appeals vs. other cases
 Maintaining workflow/workload
 Assigning cases to APJs with a relevant technical background

PTAB SOP 1 – Panel Changes
– New to revised SOP 1 is more transparency on panel changes. SOP 1 explains three categories of reasons for panel changes:
 Recusal due to conflict
 Unavailability of an APJ (e.g., leave)
 A need to meet PTAB deadlines
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Revisions to Standard Operating Procedures –SOP 2
PTAB SOP 2 – New POP Review
– Revised PTAB SOP 2 creates a new Precedential Opinion Panel made up of the following default members or the following delegates:
 Default members: The Director, The Commissioner, The Chief Judge
 Possible delegates: The Deputy Director, The Deputy Chief Judge, An Operational Vice Chief Judge
– POP review can be convened:
 at the Director’s initiative
 pursuant to a party’s request
 pursuant to a request by another member of the Board
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Revisions to Standard Operating Procedures –SOP 2 (cont.)
PTAB SOP 2 – New POP Review
– POP review “generally will be used to establish binding agency authority concerning major policy or procedural issues, or other issues of exceptional importance in the limited situations where it is appropriate to create such binding agency authority through adjudication before the Board.” These situations may include:
 addressing Constitutional questions
 addressing important issues regarding statutes, rules, and regulations
 addressing important issues regarding binding or precedential case law
 addressing issues of broad applicability to the Board
 resolving conflicts between Board decisions
 promoting promote certainty and consistency
 rehearing any case determined to warrant the Panel’s attention
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Implications and PTAB Trends
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Implications and PTAB Trends
 IPR/CBM Petitioners are encountering stronger headwinds, particularly at the institution stage.
 This is especially true for “follow-on” petitions.  During recent seminar, a PTAB judge indicated that the Board will more often exercise discretion to deny institution of follow-on petitions, even when filed by a different party.
 When drafting petition, petitioners should remember that, if trial is instituted, and final written decision issues, estoppel will apply to all challenged claims and all grounds in the petition.  There are no longer non-instituted grounds.  Do not challenge claims if grounds are weak.
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Implications and PTAB Trends
 At Final Written Decision, Board appears to be giving less deference to the initial institution decision.  Just because ground was adopted in institution decision does not mean it will be maintained at Final Written Decision (and vice versa).
 Due to declining institution rates and increased estoppel, Patent Owners have more negotiating power prior to institution.
 But Petitioners still have the upper hand after institution.  Motions to Amend are no easier, and cancellation rates in Final Written Decisions are still high (nearly 70% of claims cancelled by PTAB, and another 5% conceded by Patent Owner).
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2019 Cases to Watch
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2019 Case Watch List
AIA Standing
– Return Mail Inc. v. U.S. Postal Service (cert. granted)
 Will address whether the U.S. government has standing to file petitions seeking to invalidate patents under the AIA.
 USPS successfully petitioned the PTAB to invalidate Return Mail's patent on a system of handling undeliverable mail in a CBM review. 
 Return Mail argues the statute says a "person" may file an AIA petition, and that the term “person” has a specific legal meaning that excludes the government.
– RPX Corp. v. ChanBond LLC and JTEKT Corp. v. GKN Automotive Ltd. (cert. requested)
 RPX is patent risk management service provider that challenges patents on behalf of its customers.  RPX itself has no risk of infringement liability.
 JTEKT does not sell infringing products, but argues that it is developing a product that could be at risk of infringing the patent at issue.
 Both argue that the AIA says “[a] party to an inter partes review or a post-grant review who is dissatisfied with the final written decision of the PTAB . . . may appeal the Board’s decision only to the CAFC,” traditional standing rules shouldn’t apply.
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2019 Case Watch List (cont.)
AIA Constitutionality
– Oil States left open the possibility of a constitutional challenge against AIA review of patents issued before the AIA was passed:
 “Oil States does not challenge the retroactive application of inter partes review, even though that procedure was not in place when its patent issued. Nor has Oil States raised a due process challenge. Finally, our deci-sion should not be misconstrued as suggesting that pa-tents are not property for purposes of the Due Process Clause or the Takings Clause.”
– In several cases at Federal Circuit, patent owners have argued that, because they did not know when they filed their applications that their patents could be subject to AIA review, application of the AIA to their patents violates due process.
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