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The U.S. patent system, enshrined in Article I, Section 8, of the U.S. Constitution 
and U.S. Code Title 35, encourages inventors to make their inventions known to the 
world by giving them a monopoly, or patent, on the invention for a set period of 
time. While issued patents are public records, now freely and readily accessible over 
the Internet, an important way that the public learns about patented inventions is by 
patent owners marking the patent number on products that they believe fall within 
the claims of a patent. Unfortunately, the law governing patent marking rights and 
obligations is developing in a way that may substantially increase the risks 
associated with patent marking to the extent that patent owners may be well-
advised to not mark their patents on covered products. 

Marking products with patent numbers provides benefits to society. Marking 
publicizes an invention to persons interested in the art. Upon seeing a patent 
number, a person interested in the art can readily access the patent on the Internet 
to evaluate its claims, validity, and art cited in the patent, which then allows such 
persons to build on the work of others, without transgressing on others' extant 
intellectual property rights. Further, putting competitors and potential competitors on 
notice of intellectual property rights may prevent infringement of and litigation as to 
those rights. 

The patent statutes encourage patent holders to mark by permitting a patent holder 
who has done so to recover up to six years of past damages for acts of 
infringement.1 While these past damages can be substantial, the patent laws limit 
the circumstances in which a patent holder can assert a claim for damages arising 
before an infringement lawsuit is filed. First, a patent holder is not entitled to any 
damages arising before the patent issued. Second, if the patent owner sells or 
licenses products covered by the claims of a patent, damages are limited to acts 
occurring after the alleged infringer was placed on notice of the alleged infringement, 
such as by being sued.2 Proper marking of covered products provides constructive 
notice of the patent owner's rights, so as to allow up to six years of past damages. 
However, because of uncertainties and inconsistencies in the law of marking, and the 
increasingly onerous consequences of improper marking, the decision of how and 
whether to mark is becoming increasingly difficult. 



 
 
 

© 2010 Bloomberg Finance L.P.. All rights reserved. Originally published by Bloomberg Finance L.P in the Vol. 4, 
No. 10 edition of the Bloomberg Law Reports—Intellectual Property. Reprinted with permission. Bloomberg Law 
Reports® is a registered trademark and service mark of Bloomberg Finance L.P.  

Where to Mark? 

Wholly aside from the question of whether to mark, which is discussed in more detail 
below, when a patent issues, and a covered product produced, the patent owner 
must decide where to mark its patent. The patent laws require marking the patent 
number on the product itself unless "from the character of the article, this cannot be 
done," in which case the marking can be done on the product packaging.3 But the 
line between when one must mark on the product as opposed to packaging is a 
murky one. 

Over a century ago the U.S. Supreme Court held that marking the packaging of small 
trunk fasteners was acceptable given the difficulty in marking the fasteners with 
patent numbers due to their size, stating "in a doubtful case, something must be left 
to the judgment of the patentee."4 Along the same lines, a district court has 
concluded that marking the packaging of T-shaped drywall casing beads was 
acceptable even though the product itself could have been marked, because the 
product would be enclosed within a wall and so marking the packaging was more 
likely to provide notice.5 

Where products contain other writings, courts have come out both ways on whether 
marking packaging is sufficient. In the cases of wire strippers and closure devices for 
sealing plastic bags that already contained other markings, courts have found 
marking only the packaging with the patent number provided insufficient notice.6 
However, in a case involving immersion probes for measuring the temperature and 
oxygen content in molten steel, a court found that, given the product was a single-
use product and extensive safety gear was worn during its use, marking a patent 
number on the product itself was impractical and marking the packaging was far 
more likely to result in sufficient notice of the patents.7 Various courts have also held 
that marking patent numbers on items such as user guides, bills of lading, 
promotional fact sheets, and marketing materials was insufficient for the purposes of 
providing notice under the patent laws.8 

It is clear that the most certain way to prevent against spending time and money 
litigating location of patent marking issues is to mark patent numbers on the 
products themselves. But changing product molds, plates, and associated artwork 
can be expensive, whenever products change, or patents issue or expire. There are 
proposals pending to allow web or internet patent marking, which would substantially 
ease the marking burden on patent owners, but nothing along this line has been 
adopted as of yet. 

Consistency of Marking 

There is also a consistency requirement to marking. "[O]nce marking has begun, it 
must be substantially consistent and continuous in order for the party to avail itself 
of the constructive notice provisions of the statute."9 Courts have held that marking 
was sufficient when 85%, 95%, and 96.79% of total products covered by the claims 
of the patent were marked.10 Conversely, a court has held that marking 16% of 
covered products was insufficient.11 
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Consistency of marking also encompasses third party licensees of the patent. Both 
patent holders and "persons making . . . or selling . . . any patented article for or 
under them" must mark.12 Recognizing that "with third parties unrelated to the 
patentee, it is often more difficult for a patentee to ensure compliance with the 
marking provisions,"13 courts apply a "rule of reason" that when a "failure to mark is 
caused by someone other than the patentee, the court may consider whether the 
patentee made reasonable efforts to ensure compliance with the marking 
requirements."14 In light of this, a patent holder should, either by contract or 
practice, put rules in place for licensees regarding patent marking and make 
reasonable efforts to ensure that licensees are complying with the marking statute. 

The Threat of False Marking 

A current hot issue in the patent marking environment is determining which patents 
to mark on which products. This is because there can be penalties associated with 
marking products with patent numbers that do not cover the products marked. The 
patent laws allow for such penalties where someone marks a patent on an 
"unpatented article . . . for the purpose of deceiving the public."15 

This "false marking" can be asserted as a defense to an infringement claim. But, 
more importantly, the patent laws allow any person to sue at any time for alleged 
false marking.16 In such qui tam actions, if the plaintiff is successful, one-half of the 
penalty goes to the person suing and the other half goes to the federal 
government.17 The applicable statute of limitations for such false marking claims is 
five years.18 

The statutory penalty for false marking is "not more than $500 for every such 
offense."19 Courts have debated what "every such offense" actually means. 
Historically courts imposed either a single fine for continuous false marking, a time-
based approach, or a per-article approach.20 This limited both the penalty for false 
marking and the number of false marking suits, as there was little financial incentive 
to bring such suits.21 However, late last year, the U.S. Court of Appeals for the 
Federal Circuit held that the penalty associated with false marking must be applied 
on a per-falsely marked article basis.22 While the Federal Circuit acknowledged that 
the statute allows for a maximum penalty of $500 per article and "a court has the 
discretion to determine that a fraction of a penny per article is a proper penalty,"23 
this measure could support a massive damages award in cases involving widely sold 
products. 

The Federal Circuit has recognized that its per-article rule may encourage "a new 
cottage industry" of false marking litigation.24 In fact, there does appear to be a 
recent proliferation of false marking claims, some brought by nonpracticing entities 
that appear to have been formed for the express purpose of bringing the claims.25 As 
such cases make their way through the courts, other issues will likely need to be 
addressed, such as how such cases may be settled without the accused marker 
remaining at risk for additional lawsuits, potential collusive settlements to dispose of 
potential exposure to false marking claims, and the like. These, and other, questions 
remain unanswered at this time.26 
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Of course, the mere act of marking a patent on a product where no claims of the 
patent cover the product does not, by itself, give rise to false marking liability. Intent 
to deceive must be proved.27 While "[a] party asserting false marking must show by 
a preponderance of the evidence that the accused party did not have a reasonable 
belief that the articles were properly marked,"28 the standard and burden to plead 
such intent is unclear in light of two recent U.S. Supreme Court decisions and a 
recent Federal Circuit decision.29 Courts have also split as to whether a product that 
is covered by one valid patent constitutes an "unpatented article" that gives rise to 
false marking liability if it also is marked with other patents that are either expired or 
whose claims do not encompass the product.30 It is also unclear whether marking a 
product with a patent that covers the product, but has expired, gives rise to false 
marking liability.31 

In light of the increased incentive and potential for false marking suits, patent 
owners should give careful thought to whether and how to mark products with 
patents. If the decision is to mark, the patentee should take steps to ensure that the 
patents actually cover the products on which they are marked. It would be good 
practice to establish a formal marking policy, and maintain records of both the 
marking policy and specific marking decisions and actions. When products are 
changed or updated, or new product lines acquired, it would be beneficial to analyze 
whether the products continue to be covered by the marked patents, or may be 
covered by additional patents. Finally, at least until the law is clarified, it would be 
good practice to excise from the patent holder's products any patents that have 
expired. 

Conclusion 

Companies need to determine whether they will seek the benefits of the marking 
provisions in the patent laws to obtain past damages for infringement. In order to 
benefit from patent marking, the patent holder has the burden of pleading and 
proving at trial that it complied with the marking statute.32 Given recent case law, 
the costs and burden of such compliance measures can be significant, especially if 
this analysis must be done each time a product is altered or acquired or a patent 
issues or expires, and should be weighed against the projected benefits (possibly 
enhanced damages) of the constructive notice supplied by marking. 

In light of these issues, patent owners should weigh the costs and benefits of 
marking and, if the decision is to mark, work with counsel to implement a coherent 
and documented marking policy, with compliance checklists and documentation, so 
as to protect against false marking litigation. And the courts and Congress may want 
to consider whether the direction of the law has moved too far in the direction of 
complicating marking decisions, with the unintended and unfortunate effect of less 
patent marking by patent owners. 

The authors are colleagues at Foley & Lardner LLP and may be respectively contacted 
at jegray@foley.com and aarntsen@foley.com. Mr. Gray and Mr. Arntsen are IP trial 
attorneys in the Madison, Wisconsin office of Foley & Lardner LLP. The views 
expressed are personal and do not necessarily reflect the views of any colleague, 
organization or client thereof. 
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