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COMMENTARY 

A SHORT DISCOURSE ON CONVERSE:  
COBBLING TOGETHER NEW RULES 

FOR DESIGN RIGHTS?  

By Jonathan E. Moskin∗ 
 

The familiar Chuck Taylor All Star sneaker design—familiar at 
least to most people over a certain age—newly repopularized, made 
a significant recent appearance on a non-hardwood court, namely 
the Federal Circuit (CAFC), which, in Converse, Inc. v. International 
Trade Commission,1 revived the manufacturer’s trade dress claims. 
However, in doing so it may have stepped out of bounds more than 
once (as discussed below).  

Mr. Taylor himself died in 1969, and the sneaker design dates to 
the early 1920s (if not earlier). The tripartite trade dress itself is 
described by the CAFC as “the design of the two stripes on the 
midsole of the shoe, the design of the toe cap, the design of the multi-
layered toe bumper featuring diamonds and line patterns, and the 
relative position of these elements to each other.” Not unlike the 
claimed trade dress itself, the CAFC decision has three main 
components: the relation of registered and unregistered rights; 
establishing secondary meaning; and proving infringement—each of 
which raises concerns beyond the literal scope of the Federal Circuit 
decision. Of these, the new infringement test, announced in one 
short paragraph with no analysis, is surely the most puzzling and 
raises the greatest concerns.  

First, the court recites the seemingly innocuous conclusion that 
trade dress is trade dress, whether registered or not: “In addressing 
these issues, we think it is confusing and inaccurate to refer to two 
separate marks—a registered mark and a common law mark. 
Rather, there is a single mark, as to which different rights attach 
from the common law and from federal registration.”2 However, this 
simple statement perhaps conceals a finer point about securing 
trade dress rights through registration. While it is true that trade 
dress is defined as the overall appearance of goods or packaging, 
there can be several distinct and distinctive elements of any given 
design, and there is no requirement that all be registered together—
                                                                                                                 
∗ © Jonathan E. Moskin 2019. Partner, Foley & Lardner LLP, New York, New York, 

Associate Member, International Trademark Association; former Editor-in-Chief, The 
Trademark Reporter. 

1  909 F.3d 1110 (Fed. Cir. 2018). 
2  909 F.3d at 1115.  
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any more than it is required that all two-dimensional design and 
word marks used on a product always be registered together as one. 
The reason there is a rule against “mutilation” of trademarks is 
simply to ensure that what is claimed as a mark creates a separate 
and distinct commercial impression, not that design registrations 
must always incorporate every element associated with a product. 
(Indeed, as with design patents, non-essential features of a product 
design mark can be shown in phantom lines, focusing only on the 
most distinctive or dominant elements.) The CAFC thus 
oversimplifies the point in setting forth what is essentially a 
tautology.  

Next, the court attempted to summarize the elements to prove 
secondary meaning, ultimately identifying six factors: (i) association 
with a particular source (typically by survey evidence); (ii) length, 
degree, and exclusivity of use; (iii) advertising; (iv) sales; 
(v) intentional copying; and (vi) unsolicited publicity. This was 
necessary because, although the design was federally registered, 
each of the remaining respondents from the original thirty-two3 was 
accused of infringing the midsole mark prior to the time it was 
registered. Hence, it was necessary to determine when the midsole 
mark had acquired secondary meaning so as to be protectable 
against each such party.  

Despite having identified length of use as a critical factor, the 
CAFC sought to create a new presumption that evidence of 
secondary meaning more than five years before the infringement 
began is not relevant (at least without a specific showing 
otherwise).4 The basis for this negative inference was the affirmative 
language of Section 2(f) of the Lanham Act5 that five years of 
continuous use is prima facie evidence of acquired distinctiveness. 
The Federal Circuit acknowledged the difference between the 
administrative context in which Section 2(f) applies and the 
evidentiary requirements of a litigation6 but not whether the 
statutory affirmative warranted inferences about the negative 
(much less why length must typically be blocked at five years).  

Curiously, in the context of a U.S. International Trade 
Commission (ITC) proceeding such as this, it may be that the 
principal reason the lengthy history of use came into play was that 
the defense of laches, never a favored defense in the ITC because 
the relief contemplated there is forward-looking and the statute7 
requires a remedy, has also further fallen into desuetude in ITC 

                                                                                                                 
3  Namely, Skechers USA Inc., Wal-Mart Stores, Inc., HU Liquidations LLC, and New 

Balance Athletics Inc. 
4  909 F.3d. at 1120-22. 
5  15 U.S.C. § 1052(f). 
6  909 F.3d at 1121. 
7  Section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337.  
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proceedings after the Supreme Court’s decision in SCA Hygiene 
Products Aktiebolag v. First Quality Baby Products, LLC.8 The 
Court there held simply that laches cannot preclude a claim for 
damages for patent infringement incurred within the six-year 
damages window.9 Although this need not preclude application of 
laches in trademark cases, as a practical matter it may have been a 
reason the defense was not mentioned in Converse. (Thus, Converse 
was without laches even if Converse is never without laces.) 

However, one can easily imagine scenarios involving products 
that have been sold seemingly forever, where the very long arc of 
history itself supports a finding of secondary meaning. For instance, 
even if you have never owned a Ferrari, and never even dreamed of 
owning one, the car’s iconic status supported a finding of 
infringement when a kit company made unauthorized copies.10 And 
in a recent case in which the author was involved, a jury initially 
awarded $8.4 million for infringement of the Eames Aluminum 
Group chair design (later reduced somewhat by remittitur), where 
a significant component of the evidence was Converse factor two: the 
very lengthy history of sales since the mid-1950s.11  

In summarizing the relevant factors showing secondary 
meaning, Converse also did not attempt to address the critical 
distinction between third-party use of pre-existing or even widely 
used design elements and third-party copying of truly original 
design elements. Even if one should be free to adopt a preexisting 
design such as the peace symbol or a fleur-de-lis (which, for 
instance, has no meaning for footwear or sneakers), the broad prior 
use of such a design would nonetheless likely trip up its becoming 
associated with a single source. By contrast, where a design is 
original, the emergence of third-party copies after the product 
launch most likely is simply proof of copying (Converse factor five). 
Perhaps the trade dress elements in Converse were too indistinct 
individually (even if there is something about their combination 
that helps makes the design so recognizable now) to make for any 
simple assessment whether third-party use was just innocent or 
instead evidenced intentional copying (which would support a 
finding of secondary meaning).  

But putting aside Converse’s somewhat unsatisfying discourse 
on the interplay of registered and unregistered trademark rights 
and proof of secondary meaning, most surprising is the CAFC’s 
abrupt conclusion, with virtually no analysis, seeking to merge the 
                                                                                                                 
8  580 U.S. ___, 137 S. Ct. 954 (2017). 
9  The court had applied a similar five-year framework in Royal Crown Co. v. Coca-Cola 

Co., 892 F.3d 1358 (Fed. Cir. 2018).  
10  Ferrari S.P.A. Esercizio Fabriche Automobili E Corse v. Roberts, 944 F.2d 1235 (6th Cir. 

1991), cert. denied, 505 U.S. 1219 (1992). 
11  Blumenthal Distrib., Inc. v. Herman Miller, Inc., no. 14-CV-01926 JAK (SPx), 2017 U.S. 

Dist. LEXIS 121041 (C.D. Cal. Aug. 1, 2017). 

https://casetext.com/case/aktiebolag-v-first-quality-baby-prods-llc
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test for infringement of product configuration trade dress (likelihood 
of confusion) with the test for design patent infringement 
(substantial similarity).12 Given the Federal Circuit’s oft-invoked 
explanation, the genesis of which traces to In re Mann, that 
“[d]esign patents have almost no scope,”13 such a gloss on which 
similarities are substantial could mark a significant departure from 
precedents and a narrowing of trade dress rights. Alternately, it 
might signal a potential broadening of the test for design patent 
infringement. Or it could be that it would simply be a mistake to 
read too much into the Converse court’s cryptic comments. Indeed, 
consistent with the general rule of appellate procedure that one 
three-judge panel cannot overrule another, only an en banc panel of 
the Federal Circuit could overrule its prior decisions, discussed 
below, consistent with every other court in the land, in using the 
familiar multi-factor test of likelihood of confusion.14 Regardless, 
substantial similarity simply is not the test of trademark 
infringement. 

To be sure, enforcing trade dress rights is never simple. The 
Supreme Court raised the bar for proving secondary meaning of 
product configurations in Wal-Mart Stores v. Samara Bros.,15 and 
Congress raised the bar to establish non-functionality of 
unregistered designs under Section 43(a) of the Lanham Act.16 
However, all courts (including the CAFC and U.S. Customs and 
Border Protection) have applied a multi-factor test of likelihood of 
confusion closely paralleling the test first laid out in Polaroid v. 
Polarad Electronics Corp.17 These include the du Pont factors, which 
evolved in the CAFC’s predecessor court, the Court of Customs and 
Patent Appeals.18 In explaining the relevance of the several factors, 
du Pont itself cautioned that, in determining likelihood of confusion, 
“[t]here is no litmus rule which can provide a ready guide to all 
cases.”19 Converse being an appeal from the ITC, it is also relevant 
that Customs and Border Protection likewise follows the Polaroid 

                                                                                                                 
12  909 F.3d. at 1124. 
13  In re Mann, 861 F.2d 1581, 1582 (Fed. Cir. 1988); Elmer v. ICC Fabricating, Inc., 67 F.3d 

1571, 1577, 36 U.S.P.Q.2d 1417, 1421 (Fed. Cir. 1995). 
14  Newell Cos. v. Kenney Mfg. Co., 864 F.2d 757, 765 (Fed. Cir. 1988). 
15  529 U.S. 205 (2000). 
16  15 U.S.C. 1125(a)(3) now reads: “In a civil action for trade dress infringement under this 

chapter for trade dress not registered on the principal register, the person who asserts 
trade dress protection has the burden of proving that the matter sought to be protected 
is not functional.”  

17  287 F.2d 492 (2d Cir.), cert. denied, 368 U.S. 820, 7 L. Ed. 2d 25, 82 S. Ct. 36 (1961). 
18  In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 U.S.P.Q. 563 (C.C.P.A. 1973), 

sets forth the factors relevant to a determination of likelihood of confusion. 
19  Id. at 1361, 177 U.S.P.Q. at 567. 
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factors.20 Even the case principally cited by the CAFC in Converse 
appears to hold exactly the opposite (dare I say, converse) of what 
the court now suggests. Hence, Nautilus Group, Inc. v. Icon Health 
& Fitness, Inc.21 affirmed a California district court’s use of the 
Sleekcraft factors,22 which, of course, embody the same general 
criteria, and based its decision in considerable part on evidence of 
intent to copy, which has no necessary or direct relationship to 
substantial similarity. And the CAFC more recently reaffirmed the 
du Pont factor test in Swagway v. ITC,23 also an appeal from the 
ITC. The Lanham Act itself expressly requires use of some form of 
likelihood of confusion test (although admittedly without expressly 
listing the Polaroid or other specific factors), not a substantial 
similarity test.24 Stated as lightheartedly as possible, as against the 
CAFC’s own precedents, it is simply hard to know whether Converse 
meant to recast the Chuck Taylor All Star sneaker as a flip-flop!  

As this author noted many years ago, largely because of the In 
re Mann approach to assessing which similarities may be 
substantial, a design patent is like a bear trap: its jaws are narrow 
and the unhappy victim must step squarely in their midst.25 It 
remains this author’s view that Mann and Mann’s progeny are in 
some considerable tension with the Supreme Court’s original 
guiding decision on the test of design patent infringement, Gorham 
Co. v. White.26 There, the Supreme Court found infringement of a 
silverware pattern despite numerous design differences and ladled 
criticism on the lower court’s too-narrow standard for assessing 
infringement. The Supreme Court held instead that “if, in the eye of 
an ordinary observer, giving such attention as a purchaser usually 
gives, two designs are substantially the same, if the resemblance is 
such as to deceive such an observer, inducing him to purchase one 
supposing it to be the other, the first one patented is infringed by 
the other.”27 

However, although there have been some recent cases that 
might suggest a broadening of the CAFC’s narrow view of 
substantial similarity concerning design patents,28 the substantial 
                                                                                                                 
20  See Customs HQ Ruling, 2007 U.S. CUSTOM HQ LEXIS 404 (2007), involving products 

made from recycled COCA-COLA, 7-UP, and PEPSI soda cans.  
21  372 F.3d 1330 (Fed. Cir. 2004). 
22  AMF, Inc. v. Sleekcraft Boats, 599 F.2d 341, 348-49 (9th Cir. 1979). 
23  No. 2018-1672 (May 9, 2019), slip op. at 7-9. 
24  35 U.S.C. § 289 itself defines infringement of design patents in terms of “colorable 

imitations.” 
25  Jonathan E. Moskin, The Shape of Things to Come—Emerging Theories of Design 

Protection, 92 TMR 681 (2002). 
26  81 U.S. 511 (1872).  
27  Id. at 528 (emphasis added). 
28  For instance, Coast Marine Windshields v. Malibu Boats, 739 F.3d 694, 701 (Fed. Cir. 

2014), indicated that the language of 35 U.S.C. § 289 was broad enough to include both 
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similarity test in design patent cases is fundamentally different 
from the likelihood of confusion test in trade dress cases. It is 
impossible to tell if this is what Converse was suggesting: whether 
a less circumscribed test such as in Gorham should be applied; some 
sort of hybrid-Mann approach; or something else entirely. Some who 
favor broadening the test of design patent infringement perhaps 
might even see a route for Mann to evolve into something more like 
Polaroid (which is not to suggest any broader evolution of man to 
machine), or copyright standards of substantial similarity.  

As it happens, the CAFC is likely to hear trade dress cases in 
only the following circumstances: (i) where a trade dress claim is 
joined with a patent claim; (ii) where a party tries and fails to 
register its trade dress; (iii) where there is an opposition or 
cancellation involving such a registered trade dress; or (iv) in other 
ITC appeals such as the Converse case itself. Therefore, the court 
may not likely elucidate any time soon how it means to embed the 
substantial similarity test within the trade dress context. Moreover, 
in the first of these categories, the CAFC applies the law of the 
regional circuit, further narrowing the opportunities for the CAFC 
to clarify its meaning. And the local circuits will continue to apply 
their own precedents. Furthermore, Swagway v. ITC recently 
concluded that ITC proceedings have no preclusive effect.29 
Speculation may be bootless, but unless there are further 
proceedings in Converse (perhaps following remand and appeal back 
to the CAFC), the decision will likely remain somewhat inscrutable 
for the foreseeable future, or, stated differently, Converse, for now, 
will likely be seen playing on only one court. 

 
 

                                                                                                                 
literal infringement and the doctrine of equivalents, such that “[u]nlike the provisions 
defining infringement of a utility patent, the statutory provision on design patent 
infringement does not require literal identity.” The recent case, In re Maatita, 900 F.3d 
1369 (Fed. Cir. 2018), potentially broadened the test of infringement by linking the 
standard for indefiniteness to the standard for infringement. The court thus noted, in 
assessing the possible indefiniteness of a design application of uncertain scope, that, “a 
design patent is indefinite under § 112 if one skilled in the art, viewing the design as 
would an ordinary observer, would not understand the scope of the design with 
reasonable certainty based on the claim and visual disclosure.” Id. at 1377. “So long as 
the scope of the invention is clear with reasonable certainty to an ordinary observer, a 
design patent can disclose multiple embodiments within its single claim and can use 
multiple drawings to do so.” Id. The flip side of this may be to permit broadening of the 
scope of at least some design patents for infringement purposes as well.  

29  No. 2018-1672 (May 9, 2019), slip op. at 13. 
 




