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Most companies have some form of intellectual property (e.g., patents, trademarks, trade 
dress, copyrights, and/or trade secrets) whether the company decides to protect or enforce its 
rights to such intellectual property (IP) or not.  Increasingly, companies are also finding 
themselves embroiled in intellectual property disputes, either as the claimant, defendant, or both.  
A recent study by the BTI Consulting Group shows that while spending on IP litigation has 
remained relatively constant over the last few years, spending is expected to rise in 2018 to $3.15 
billion (up from the $2.89 billion mark in 2017).3  BTI’s founder, Michael Rynowecer, attributes 
this change in part to the expanding use of technology, namely wireless and mobile technology, 
and the concern regarding the use or purchase of products or services that may be embedded with 
third party IP.4  Hence, companies are spending more in litigation dollars to enforce their IP-
protected innovations, as well as to defend against third party IP claims.  With the increase in IP 
litigation spending, it naturally follows that companies will continue to explore ways to resolve 
or settle that litigation at the earliest practical time, including through alternative dispute 
resolution mechanisms such as mediation.  This article explores recent trends in mediation, as 
well as the top ten tips for successful mediation in IP cases.  In particular, this article provides 
guidance for pre-mediation, mediation, and post-mediation strategies and activities, and how 
they may vary based on the type of IP case. 

TRENDS

Mediation by definition is an intervention in a dispute in order to resolve it.  As President 
Abraham Lincoln once observed: 

Persuade your neighbors to compromise whenever you can.  Point 
out to them how the nominal winner is often a real loser—in fees, 
expenses, and waste of time.  As a peace-maker, the lawyer has a 
superior opportunity of being a good person. 

1 The paper includes contributions taken from the companion PowerPoint Presentation and provided by fellow 
panelists and organizers for the panel at the AIPLA Annual Meeting on October 19, 2017 bearing the same title, 
namely the Honorable James F. Holderman (ret.), Matthew J. Kelly, and Karl R. Fink. 

2 The views expressed in this paper are those of the author alone and do not necessarily reflect the opinions of 
the aforementioned contributors, nor the law firm of Foley & Lardner LLP or any of its clients. 

3 See, e.g., https://www.bticonsulting.com/litigation-outlook-reports-highlights/; “GCs To Spend More On IP 
Litigation In 2018” by Matthew Bultman, Law360 (10/16/17).  BTI Consulting Group conducts independent 
research on how clients acquire, manage, and evaluate professional service providers (i.e., law firms), including 
through the use of open-ended interviews with high-level executives and decision makers. 

4 See id.
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The costs—monetary, reputational, and loss of human resources devoted to business—associated 
with litigation are often the main drivers for mediation.  Moreover, IP litigation is widely 
considered among the most expensive types of commercial litigation.  Hence, it is no surprise 
that well over half of all IP cases are resolved via settlement based on data extracted from 
LexMachina depicted in the tables below.5

Patent Cases—Last 10 Years 
Cases 
Settled % of all Patent Cases 

Likely Settlement 28,795 68% 

Trademark Cases—Last 10 Years
Cases 
Settled % of all Trademark Cases 

Likely Settlement 23,018 53% 

Copyright Cases—Last 10 Years 
Cases 
Settled % of all Copyright Cases 

Likely Settlement 22,369 64% 

While every case is unique, most practitioners would agree that counsel should generally 
consider whether an early resolution of an IP case is feasible and whether mediation makes 
sense.  As one article noted: “Most federal courts and the U.S. Court of Appeals for the Federal 
Circuit have mediation programs in place, and judges are hastening to suggest that parties give 
mediation a try.”6  By heading into mediation sooner rather than later, it gives the parties the 
advantage of having more control over the dispute resolution process and keeping the door open 
to future business opportunities or a mutually beneficial relationship.7

PRE-MEDIATION TIP #1—TIMING AND MEDIATOR SELECTION

• Timing 

When is the best time to think of mediation as a strategy?  The outset of the case should 
really be the point when counsel considers factors such as: what is the value of the case 
compared to likely litigation costs, what are the client’s overall business objectives, and whether 
litigation or some other dispute mechanism is the preferred way to achieve those goals and 
objectives.  As an advocate for your client, the best advice is “always be negotiating.”  Try to 
think like your opponent, including anticipating your opponent’s best arguments and the facts, 
evidence and law to support them, and how you will counter.  By doing case diligence at the 
outset and knowing what you’re up against, you can better negotiate from a position of strength.  
Mediation should certainly not be viewed as a sign of weakness, and one should not engage in 
the process without a realistic assessment of the strengths and weaknesses of both parties’ 
positions. 

5 The data was obtained running a search using LexMachina’s database over the time period be 9/27/2007 -
9/27/2017.  See https://lexmachina.com/. 

6 See “More Cos. Seek Early Mediation In IP Disputes” by Erin Coe, Law360 (4/3/10).   
7 See id.



-3- 

4821-4263-9441.3  TOP TEN TIPS FOR A SUCCESSFUL MEDIATION IN INTELLECTUAL PROPERTY CASES

• Certain Case Milestones 

There are certain case milestones that make mediation an appropriate strategy or course 
to pursue.  Such milestones can include: 

o Before filing suit. 

o Early in the discovery phase of the case and/or prior to any ruling on a Rule 12 
motion. 

o After Markman/before or after any dispositive rulings. 

o Immediately before or after the initiation of post-grant or reexamination 
proceedings before the U.S. Patent & Trademark Office (USPTO) challenging the 
validity of the asserted claims. 

o After fact or expert discovery. 

o The week before trial or before the jury returns. 

o When the court orders or suggests mediation (e.g., could be as early as within 3-4 
months after complaint filing, or could come later in the case after Markman or 
dispositive ruling as noted above). 

In some jurisdictions, the court or individual Judges also have special rules or standing 
orders with respect to mediation or settlement of IP disputes.  For example, it is common for 
such Judges to have the parties formally report to the court at some stage in the case what the 
parties’ efforts are with respect to settlement and the court may even require the exchange of 
settlement offers. 

For the last 20 years, at least the U.S. District Court for the Northern District of Illinois 
has had a Voluntary Mediation Program for Lanham Act (trademark-related) disputes.8  Cases 
are assigned to that program based on the Clerk of the Court identifying them as Lanham Act 
cases (and cases can be classified for this program even where they involve other IP or 
commercial claims in addition to Lanham Act claims).  Pursuant to that program, the parties are 
required to submit within 90 days of the filing of the complaint a joint statement indicating their 
willingness to participate (or not participate) in the program.9

Although the above milestones can be used as a guide, any given day is also an 
appropriate time to pick up the phone, or approach your opponent in person, and raise mediation 
as an option.  For example, a key fact witness or expert deposition could encourage the parties to 
mediate.  Likewise, it is not unusual to have mediation become appropriate due to forces wholly 
unrelated to the litigation such as a company’s involvement in merger, acquisition, or separation 
discussions, or other business factors that could change a company’s appetite for litigation. 

8 See https://www.ilnd.uscourts.gov/_assets/_documents/_forms/_legal/LanhamAct/lanham.pdf/. 
9 See id.
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• Mediator Selection 

Selecting the right Mediator for your case is also a key factor.  The role of the Mediator is 
NOT the Arbitrator or the Judge, nor is he/she the person that is there to convince one side that it 
is right or wrong.  Rather, the Mediator is a neutral that is there to empower the parties to reach a 
settlement and determine—despite the parties’ differing views on the merits—if an acceptable 
business solution can be reached.  Importantly, mediation is also not binding, as a party’s 
participation must be consensual and the Mediator issues no decisions on the merits nor issues 
any awards.  Instead, the Mediator only sets the stage for the flow of the discussions and the 
format of any submissions. 

Pending on the case or jurisdiction, the parties may choose to select a private Mediator, a 
Mediator that is assigned by the Court or Judge, or may have the Mediator consist of one of the 
assigned Judges on the case.  In some instances, the assigned Magistrate or District Judge on a 
case can be a valuable resource to mediate a dispute, particularly where the parties want to avoid 
the additional costs and expenses of using a private Mediator (that can range in costs from $400 
to $1000/hour plus reasonable expenses) or mediating at an offsite location (if the Mediator is 
not local or convenient to both parties).  However, the benefits of using an assigned Judge 
already familiar with your case and saving on a private Mediator’s costs/expenses, have to be 
weighed against the risks of having that Judge take a (stated or unstated) position on the merits 
that may be hard to move him/her off of if the matter does not resolve itself via mediation and 
that position is not favorable to your client. 

If the company is involved in a case where the Mediator is not assigned, then the 
Mediator selection is often dictated primarily by what person the parties can agree upon, as well 
as the facts/technology and law applicable to the case and the specific industry or nature of the 
clients, including the personalities of the client decision makers.  The choice of Mediator may 
also be dictated by factors such as location, price, background, experience mediating similar case 
(or not), personality fit (e.g., ability to elicit trust of the parties is critical), and whether the 
parties want a Mediator who is evaluative vs. facilitative.  An evaluative Mediator may actually 
review the parties’ respective positions and offer his/her opinions as to the merits or provide a 
proposed settlement at the parties’ request.  However, the more typical scenario is the facilitative 
Mediator, who is not there to weigh in on the merits, but merely to facilitate the parties reaching 
an acceptable business resolution. 

While most practitioners would agree that the chosen Mediator should have formal 
mediation training and be experienced in handling IP disputes, there is some difference of 
opinion as to what level of IP expertise is really required.  Most patent practitioners—
particularly parties with complex technical or legal arguments—prefer Mediators who are well 
versed in patent law and who have handled patent disputes before.  Such practitioners further see 
it as a plus if the Mediator has a technical background or otherwise has familiarity with the 
technology at issue, though such person need not be a subject matter expert.  This view is 
likewise shared by those handling trade secret cases involving complex technology.  Others feel 
that it is more important that the Mediator have solid mediation skills and that he/she will be 
engaged in the process to move the parties to resolution, and find that significant patent/trade 
secret or technical proficiency is unnecessary or less critical. 
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PRE-MEDIATION TIP #2—PLANNING IS KEY: PRE-MEDIATION CHECKLIST

Planning for mediation is just as critical as planning the overall litigation strategy.  A 
party should initially weigh the advantages and disadvantages of mediation vs. continuing with 
the litigation.  Advantages of litigation over mediation can include: potential of winning 
significant monetary damages; potential of getting an enhanced damages award and/or attorneys’ 
fees; entry of a court-imposed injunction or other equitable relief; setting legal precedent; and/or 
strengthening the IP at issue.  Conversely, the advantages of mediation over litigation can 
include: reduction in overall costs; having more control and voice over the dispute resolution 
process; potential for more creative resolutions than may be possible via litigation; potential to 
have future relationship with opponent (if desired); obtaining a higher license fee than may be 
obtainable from court proceeding; increased ability to maintain confidentiality of the 
proceedings; and/or potential for reduction in some of the uncertainties or mental anguish 
associated with litigation. 

If mediation is the path, then early on, a party should likewise be trying to establish 
credibility with the Mediator.  Hence, stretching too far, or overstating the facts or law, is not 
likely to bode well. 

A pre-mediation conference with the Mediator should also be held to cover various 
ground rules, including at least the following points: 

• Level set on what expectations are out of process—Are a party’s demands 
unrealistic?  Are there factors that pose an impediment to settlement? 

• Mediation location, timing, procedures, and as well as the format, content, and length 
of mediation briefs or submissions. 

• Whether there is a need for a Mediator Eyes’ only portion of mediation briefs and 
submissions vs. the shared version. 

• Entry into a written agreement with respect to strict confidentiality, non-disclosure, 
and inadmissibility of all mediation communications; this could also be provided for 
in some instances in the protective order for a particular case. 

• If discovery hasn’t occurred, parties should exchange information on key 
infringement, invalidity, unenforceability and damages theories (or other positions re 
liability/defenses). 

• Consider whether the parties should exchange written settlement proposals in advance 
of mediation as a starting point for discussion. 

• Who needs to attend (e.g., client representative with “settlement authority”); but 
consider others with interest, e.g., litigation financiers, partial owners, and law firms 
with interest in the outcome. 
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• Flow of Mediation:  Opening statements should be used on a case-by-case basis (e.g.,
could create more animosity at outset).  Decide whether Mediator starts with group, 
or separate sessions before group session?  Shuttle diplomacy or face-to-face? 

• Damages (including any exemplary damages or attorneys’ fees) discussed first or 
last?10

As discussed infra, in every IP case, a party should plan to bring a sample of the accused 
product/activity or infringing trademark/trade dress or asserted copyrighted material at issue 
where feasible, or some representation or animation or video of same.  It will help focus the 
Mediator on the dispute, as well as make the presentation more interesting.   

Typically, a party can better make its point through a physical model or visual, then mere 
words on a page.  Further, for those practitioners handling trademark of copyright disputes where 
there is likely to be evidence of copying or substantial similarity between the IP and the accused 
product/mark/activity, a visual can be a very persuasive way to present the merits.  In this regard, 
preparation and presentation of demonstratives that could be used at trial could be advantageous 
in a mediation setting as well. As a practice tip, a party can plan to bring such props and not 
necessarily advise the other side it is doing so in case the other party does not think of this and 
could be at a disadvantage. 

MEDIATION TIP #3—PREPARATION: COUNSEL

Once the mediation process is underway, as outside counsel for your client, there are 
several preparation steps that counsel should undertake or have ready, including at least the 
following: 

• Preparation of a thorough case assessment: 

o Determine legal and factual information necessary to support a party’s arguments 
at mediation and to counter the opponent’s expected arguments. 

o Evaluate costs/benefit to litigate vs. likely recovery/exposure and consider non-
monetary matters such as press/drain on resources. 

o If case involves multiple IP claims (or other commercial claims), decide which 
are stronger and where to focus. 

• Preparation of a realistic assessment of available remedies and likelihood of success: 

o Mediation brief should address likely damages and other remedies. 

o The goals of mediation likely cannot be achieved unless both parties have a 
realistic sense of what remedies are at stake in the litigation. 

10 Typically, in a mediated discussion, exemplary damages and attorneys’ fees are off the table unless there is 
clearly egregious behavior and/or willfulness and strong evidence to support it.  
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o An assessment of monetary damages can aid the mediation in several ways, 
including, but not limited to, the exchange of damages contentions or if mediation 
follows the exchange of damages expert reports, sharing those with the Mediator. 

• Streamlined arguments and themes that are persuasive. 

• Items to bring to mediation: 

o Bring any key documents (especially if language matters). 

o Bring samples of products (or visuals of accused activities) at issue and provide 
the Mediator with demonstrations where feasible. 

• Draft Term Sheet and/or Settlement Agreement: 

o Where possible, adversaries should be encouraged prior to the in-person 
mediation session to negotiate and draft as many acceptable settlement agreement 
terms as possible, leaving blanks or providing alternative language on topics upon 
which the parties cannot agree.  This will increase the probability that a complete, 
enforceable settlement agreement may be signed by the parties prior to 
adjournment of the mediation session. 

MEDIATION TIP #4—PREPARATION: CLIENT

Likewise, once the mediation process is underway, as the client, there are several 
preparation steps that a company representative should undertake or have ready, including at 
least the following: 

• Have a full understanding of the merits and potential damages and exposure.  [If a 
copyright case, are statutory damages or attorneys’ fees available?  If a design patent 
case, is plaintiff seeking to disgorge all the defendant’s profits for the entire product 
or only a component thereof?] 

• Know and focus on your interests. 

• Check emotions at the door.  Having willingness to compromise. 

• Know the business/company objectives and goals?  Short and long-term? 

• Have necessary “authority to settle.” 

o Authority to settle— budgets, press release, terms, creative options, etc. 

o Party representatives should always include someone with decision-making
authority who, at a minimum, is familiar with the key business issues driving 
damages considerations, such as sales of an accused product, licensing terms in 
other licenses, and the like. 

• Use procedure and process to your advantage (not a litigation or boxing match). 
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MEDIATION TIP #5—THINK LIKE YOUR OPPONENT

For both the client and outside counsel, it is wise to think like your opponent keeping at 
least the following in mind: 

• Put yourself in their shoes. 

• What are THEY looking for? 

• What are the risks and benefits to THEM? 

• Don’t reject a proposal just because it came from THEM. 

• How can your goals and theirs be accomplished? 

• Are there things that could still surprise you at trial? 

MEDIATION TIP #6—MANAGE EXPECTATIONS

More than anything, it is also prudent to manage expectations—the client’s, the 
opponent’s, and the Mediator’s respective expectations.  A mediation is a compromise, and 
neither side will get ALL the things that it wants.  With that in mind, a company and outside 
counsel should approach the process keeping the following in mind: 

• Present palatable proposals. 

• Manage the Client. 

o Evaluate the chance of reaching an agreement. 

o Consider the best alternative to a negotiated agreement. 

o What are the likely next steps? 

• Manage your Opponent. 

o Present a consistent message to opponent. 

o Adapt for changes in the case. 

o Continue to build relationship with opposing counsel. 

• Manage the Mediator. 

o Understand the Mediator’s background and procedures. 

o Continue to build relationship and credibility with the Mediator. 
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MEDIATION TIP #7—THE 4 C’S–BE CIVIL, CALM, CREATIVE AND IN CONTROL

Depending on the case, mediation could occur at the outset, somewhere in the middle, or 
near the end (i.e., just before trial or even while the jury is deliberating).  The parties have 
therefore likely had tense moments or have reached a point where trust is non-existent or very 
weak.  This is particularly true in trade secret cases which tend to involve more emotion, since 
there is an alleged “theft.”  Moreover, the “theft” is typically by an insider (i.e., employee, 
contractor, consultant) or a “trusted” outsider (i.e., business partner or JV partner, or party under 
a non-disclosure agreement). 

Additionally, an important step is trying to move past which party is right, or which party 
is wrong, as you’re unlikely to convince your opponent that your merits position is superior. 

Accordingly, a key factor in achieving a successful mediation is not only being able to 
put aside some of the tension, but also the need to be “right.”  This will at least give the 
mediation process a meaningful chance of succeeding—harder said than done in some situations.  
These 4C’s below are useful tools and reminders to get you through the process: 

• Be Civil. 

o Be respectful.  Choose appropriate words.  Avoid hot-button comments.  Be 
cordial, not combative. 

o Mediator must always be the “Adult” (or Neutral) in the room. 

• Be Calm. 

o Keep emotion out of it and work past any anger or distrust.  Do not let your 
opponent get you to react.  Be patient. 

• Be Creative. 

o New and creative ideas help move discussions forward and demonstrate a 
willingness to compromise and reach acceptable business terms. 

o Be a problem solver that can help reconcile the parties’ respective interests. 

o The benefit of mediated agreements is the inclusion of creative and unique terms. 

• Be in Control. 

MEDIATION TIP #8—CONSIDER NON-MONETARY ISSUES AND A WIN-WIN

While a court may be limited in the type of relief (monetary or equitable) that can be 
fashioned for the prevailing party to an IP dispute, the parties have more freedom to craft 
resolutions that may involve money, may not involve any money (or involve cross-licensing 
where money flows both directions), and/or could involve some other creative business 
resolution that feels more like a win-win.  Courts and judges often struggle with the type of 
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monetary or equitable relief that may suffice in situations where a company feels its brand has 
been severely harmed, or its trade secret protection has been forever lost. 

There may also be other factors at play, including the existence of related third party suits 
that may make the early resolution of your suit easier to obtain on favorable conditions.  In short, 
creativity is key, and recognize that one size doesn’t fit all. 

• Some Non-Monetary Considerations may include: 

o First defendant to settle—establish royalty rate. 

o End pending IPR, reexamination, or other parallel PTAB/TTAB or USPTO 
proceeding, or proceeding in a foreign venue. 

o Mutual or separate press releases. 

o Corrective advertising or marketing campaigns. 

o Partnership or other business relationship?  Cross-licensing deal? 

o Related matters bundled?  Mechanism for avoiding future disputes if a key 
competitor. 

• Look for ways to get to a Win-Win: 

o Build toward consensus. 

o Make it a Work-for-All.  Each side can benefit. 

MEDIATION TIP #9—NAIL DOWN DEAL—DETAILED TERMS ARE KEY

It is vital to not have the time spent on mediation wasted because the parties have not 
adequately nailed down all the key terms.  The more detail you can put in a term sheet, the better.  
Moreover, where feasible, bringing a form settlement and/or license agreement to the mediation 
so that very specific terms can be vetted and agreed to.  This can save the parties future pain and 
multiple agreement turns post-mediation.  It is also to the parties’ benefit to have the Mediator be 
present and aware of the terms that are agreed to such that if there is a dispute later regarding the 
meaning of certain deal terms, the Mediator can help resolve that dispute and also prevent or 
discourage a party from fundamentally changing its position.  Some additional tips include: 

• Record terms immediately and exchange proposed terms in writing. 

• If no draft settlement agreement is prepared, at a minimum have draft term sheet 
prepared that Mediator also understands in case future disagreement arises. 

• Don’t let the deal break down. 

• If related PTAB/TTAB/USPTO proceedings, or proceedings in some other venue, are 
part of the deal, nail down those specifics as well. 
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POST-MEDIATION TIP #10—KEEP THE DOOR OPEN–MEDIATION ISN’T OVER UNTIL 

CASE IS OVER

As noted at the outset, if you take the approach of “always be negotiating,” then the door 
to resolution is not closed even if the mediation does not end the case.  The parties can continue 
to talk or revisit settlement at a later time.  Some additional tips include: 

• Keep the door open. 

o Time heals.  Case merits change.  Minds change.  Parties get litigation-weary.  
New facts, witnesses, and sometimes an unexpected change in the law can create 
additional windows of opportunity to explore settlement. 

• Where feasible, keep the mediation momentum going. 

o Stay in touch with Mediator. 


